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The Development and Disputes of
Issue Preclusion in Civil Patent
Litigation in the U.S. and Taiwan
—Dilemma Resulting from Patent
Invalidity Two-track System in Taiwan

Chih-Chieh Yang ~

Abstract

In civil procedure in U.S., there is a principle of collateral estoppel, also
called as issue preclusion. When a patent be declared invalid in a civil litigation
opinion by court, principle of collateral estoppel would prevent the patent owner
litigate on the patent again. In 1971, the U.S. Supreme Court decides the case
Blonder-Tongue vs. University of lllinois Foundation, overruling the old principle
mutuality of estoppel, held that once a patent owner’s patent be declared as invalid,
he can’t bring infringement suit against other implementers any more. Afterwards,
the scope of principle of collateral estoppel extended to the issue of infringement or

not infringement of patent, and issue of patent claim interpretation.

Professor, Institute of Technology Law, National Yunlin University of Science & Technolo-

gy, Taiwan; Ph.D., in Law, National Taiwan University, Taiwan.



For the purpose of understanding development and scope of principle of colla-
teral estoppel in patent context in U.S., several important cases in U.S. courts will
be studied. Furthermore, we will compare the operation of Taiwan IP court with the
U.S. There are two situations problematic in Taiwan: 1. For reasons of dual judi-
ciary system in Taiwan, court decision in civil proceeding declare a patent invalid
actually not yet invalidate that patent forever. 2. After a patent owner lose his suit
against upstream company alleged infringing patent, he can then bring suit against
downstream company. In the end, the two-track invalidation system of Japan, Tai-
wan, German, and U.S. will be compared, to find what the problems and dilemma

in Taiwan’s patent invalidation system.

Keywords: Patent Civil Litigation, Collateral Estoppel, Issue Preclusion,
Patent Invalid, Dual Judiciary System
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2 RESTATEMENT (SECOND) OF JUDGMENTS § 27 (1982) (“When an issue of fact or law is
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essential to the judgment, the determination is conclusive in a subsequent action between

5 the parties, whether on the same or a different claim.”).

Matthew A. Ferry, Different Infringement, Different Issue: Altering Issue Preclusion as
Applied to Claim Construction, 19 TEX. INTELL. PROP. L.J. 361, 366 (2011).
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Triplett v. Lowell, 297 U.S. 638 (1936).
Blonder-Tongue Labs., Inc. v. U. of Illinois Found., 402 U.S. 313, 320-21 (1971).
Bernhard v. Bank of Am. Nat’l Tr. & Sav. Ass’n., 19 Cal.2d 807 (1942).
10
Id. at 812.
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U. of Illinois Found. v. Winegard Co., 402 F.2d 125 (8th Cir. 1968).
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Blonder-Tongue Labs., Inc. v. U. of Illinois Found., 402 U.S. 315 (1971).

Id. at 316.

U. of lllinois Found. v. Blonder-Tongue Labs., Inc., 422 F.2d 769 (7th Cir. 1970).
Blonder-Tongue Labs., Inc. v. U. of Illinois Found., 402 U.S. 317 (1971).
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Id. at 338.
Yuzuki Nagakoshi, Quo Vadis —A Unique History of the Evolution of the Japanese Patent
Invalidation Proceedings, 50 LES NOUVELLES 189, 190-91 (2015).

29 Ferry, supra note 3, at 366.
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(2015).
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6 Roche Palo Alto LLC v. Apotex, Inc., 531 F.3d 1372, 1379 (Fed. Cir. 2008).
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Foster v. Hallco Mfg. Co., 947 F.2d 469 (Fed. Cir. 1991).
Id. at 472.

Id. at 472.

Id. at 472-73.

Id. at 473.
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( cause of actlon)

42 Lear, Inc. v. Adkins, 395 U.S. 653 (1969).

43 Foster v. Hallco Mfe. Co., 947 F.2d 473 (Fed. Cir. 1991).

M ORETHARY > EEZERIERAGEL 0 B TRLIRZI > LA - 48
M THBRBI AR > AT4B3E 10 B 285-286 -

45 Foster v. Hallco Mfg. Co., 14 U.S.P.Q.2d 1746, 1749 (Magistrate’s Finding) (D. Or. 1989).

46 Foster, 947 F.2d at 475-77.

A 14477,

g WA 2 B3 R AL HE R 80 b 33 0 T4 RIRE 0 #T983E 1> § 289-20 -

Foster, 947 F.2d at 478.
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1d. at 480.
1d. at 479-80.
Id. at 480-81.
1d. at 481.
1d. at 482.
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5 1d.at 482,

56
Id. at 482-83.

57 Aspex Eyewear, Inc. v. Marchon Eyewear, Inc., 672 F.3d 1335 (Fed. Cir. 2012).

%8 4752 B 0 3 AE K% Contour Optik 4] 352 g J 3 Altair Eyewear 24 "#am
B R ZEREM 2015 £ 1 A 7 A #FHAELEFARTHE  http://iknow.stpi.
narl.org.tw/post/Read.aspx?PostID=10538 -

%9 spex, 672 F.3d at 1338-39.
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Id. at 1345.

1d. at 1346-47.

B H XA EEIRIR 2012 44 Aspex v. Marchon 84 R.4% » it & 1991 4 Foster &
Z A% {2 Aspex E R ARG FHIEREe X EZ R 0 M Foster 472 Hi#Rikia
Frik A% H] 3k A,  See Christopher Petroni, Aspex Eyewear, Inc. v. Marchon Eyewear,
Inc. and Brain Life, Lic v. Elekta Inc.: Irreconcilable Conflict in the Law Governing Claim
Preclusion in Patent Cases, 14 CHL-KENT J. INTELL. PROP. 379, 394-98 (2015).
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8 Aspex Eyewear, Inc. v. Zenni Optical LLC., 713 F.3d 1377 (Fed. Cir. 2013).
o Aspex Eyewear, Inc. v. Altair Eyewear, Inc., 386 F. Supp. 2d 526-27 (S.D.N.Y. 2005)

(Altair ) (claim construction).
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Aspex Eyewear, Inc. v. Altair Eyewear, Inc., 485 F. Supp. 2d 310 (S.D.N.Y. 2007) (Altair
II) (summary judgment of non-infringement).

Aspex Eyewear, Inc. v. Altair Eyewear, Inc., 288 Fed. Appx. 697 (Fed. Cir. 2008) (Altair
IIT) (affirming in part, reversing in part, and remanding).

Aspex Eyewear, Inc. v. Altair Eyewear, Inc., 484 Fed. Appx. 565 (Fed. Cir. 2012).

Aspex, 713 F.3d at 1381.

Id. at 1380.

Id. at 1381.
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78 14 at1382.
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Phil-Insul Corp. v. Airlite Plastics Co., 854 F.3d 1344, 1348 (Fed. Cir. 2017).
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Id. at 1349.

Phil-Insul Corp. v. Reward Wall Sys., Inc., No. 8:12-cv-91, 2012 WL 2958233, at 7 (D.
Neb. July 19, 2012).

Id. at 9.

Id. at 11.
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petitioner, may not assert either in a civil action arising in whole or in part under section
1338 of title 28 or in a proceeding before the International Trade Commission under section
337 of the Tariff Act of 1930 that the claim is invalid on any ground that the petitioner

raised or reasonably could have raised during that post-grant review.”).
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