LA 5T 1] F1 173 (2017)

heah = BBl E IR
— i MG BR BE Z R e Th

*

MR F
W %

[ [ = S e Y 'IUEB??E‘?F[JEFJ B R ;:F*IF;[ . @%{/,gr:g}rl/ o 4
VI TR PEEPEH 5 B STPTESBIET 2011 F AR S IR WI%
Ef % TRE RN |~ R . ﬁlw—_@;fﬂj HEJ e @ﬁ,&ﬁﬂ;jp[?{g

T R o NI iR AR - ——% (™ (dilution) VHE -
{ﬁbF'J VIAEE o A Y (EE P F[FTE%IJ/%;& ﬁl t"*ﬂ‘[%!‘ ,LQIH Saussure IT

2555 AT ) 13*5@?’5?'{?5«%1%5??& 1 [ JF’?IQF,JWE L T A 2
Y rrpﬂﬁ'?él VRl LI o &35 BSOS B AR R [ ol fF E TR 5
Re > RPN R BTSSP RARTR [ R 1 2R A5 T Yﬁl"mzﬁ}n_ﬁr:,ﬂ F@PHJ

(metonymy ) 53 P& [“Ari el 4% - & POER Tﬁﬁi’irc Py ETL |
HELgn] > Dol Rl REEs DO Cexternality ) JER o T R
T ™ RS -

Bl4E=a] © & HEIAARE - ARG ~ el BEEM - BB R SR

DOI : 10.3966/181130952017060001005
FE B REEERA LA (2017 AREAL) BB REAFEFELRAL -
BB 12016410 268 ;#%MA 201754758

—173—



Cite as: 1 NCTU L. REV., June 2017, at 173.

A Linguistic Approach to Analyze
Trademark Dilution
—The Applicability to Geographical
Certification Marks Under
Trademark Law

Si-Yu Chen’

Abstract

Any kinds of vehicles that can convey information could be considered sym-
bols, including words, languages and marks. This article applies semiology and
linguistics to analyze the issue in new trademark law that passed in 2011, focusing
on “geographical certification mark” which only roughly stipulates as that “trade-
marks shall apply mutatis mutandis to certification marks.” However, due to vari-
ous differences between geographical certification marks and trademarks, difficul-
ties have arisen when applying dilution articles to geographical certification marks.
This article begins by examining the meaning and function of geographical certifi-
cation marks, and then applies Saussure’s semiology to identify the legal interest
that “likelihood of confusion” and trademark dilution aim to protect. Moreover, this

article proposes a rationale to determine whether the trademark dilution occurs, and
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highlights several split opinions among courts which resulting from having an un-
clear perception of the legal interests that the dilution articles seek to protect. This
article also addresses the issue by analyzing the “metonymy” from a linguistic ap-
proach and proposes the conclusion that the dilution is not applicable to geographi-
cal certification marks. Furthermore, this article suggests other mechanisms based
on “externality” in economic’s concept to protect geographical certification marks

under trademark law.

Keywords: Geographical Certification Marks, Trademark Dilution, Me-
tonymy, Salience, Free-riding, Externality
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%0 John Fiske % » 40 %3F » SIS - & 130 (2002)

51 RACHEL GIORA, ON OUR MIND: SALIENCE, CONTEXT, AND FIGURATIVE LANGUAGE 15
(2003).

52

Klaus-Uwe Panther, The Role of Conceptual Metonymy in Meaning Construction, in COG-
NITIVE LINGUISTICS: INTERNAL DYNAMICS AND INTERDISCIPLINARY INTERACTION 353, 373
(M. Sandra Pefna Cervel & Francisco J. Ruiz de Mendoza Ibafiez eds., 2005).
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% Louise A. Halper, Tropes of Anxiety and Desire: Metaphor and Metonymy in the Law of

Takings, 8 YALE J.L. & HUMAN. 31, 39 (1996).

Pierre Schlag, Hiding the Ball, 71 N.Y.U. L. REV. 1681, 1707 (1996).

Id. at 1709.

Jake Linford, The False Dichotomy Between Suggestive and Descriptive Trademarks, 76
OuIo ST.L.J. 1367, 1407 (2015).

1d.

Thomas W. Joo, Contract, Property, and the Role of Metaphor in Corporations Law, 35
U.C. Davis L. REv. 779, 802 (2002).

Lucas v. S.C. Coastal Council, 505 U.S. 1003, 1071 (1992).
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FASCES: HEGEL, LACAN, PROPERTY, AND THE FEMININE 303 (1998).
63 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 24:69

(4th ed. 2004).
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Id. §41.

1d. § 50.

1d. § 58.

See “There can be no doubt that the trade mark can convey to consumers various kinds of
information on the goods identified by it. That may be information communicated directly
by the sign which the mark consists of (for example, information on the product’s physical
characteristics communicated by descriptive elements which may be incorporated into a
composite trade mark) or, as is more frequently the case, ‘accumulated’ information on the
mark as a result of promotion and advertising carried out by the proprietor — for example,
messages relating to non-physical characteristics which give an image of the product or the
company in terms which are general (for example, quality, trustworthiness, reliability, etc.)
or particular (for example, a certain style, luxury, strength). That capacity of the trade mark
to communicate information merits protection, including where use of the mark by a third

party is unlikely to give rise to confusion as to the origin of the goods or services.”



E{Uﬁﬁ:go

R b SATHIPRET TR L YT (SR O e
S S :é?ﬁfiré‘?fi?-iﬁw RS IR > SR i 1
N ’:F[ FIHIE S Vg (trading on the goodwﬂl of the trademark owner ) [fi]
POV Ty~ TR e i F T *ﬂﬁﬁ“mﬂi g
E‘T%Fuf’@ ) ﬁ{ﬁﬁ)ﬁ"ﬂ ILJEL¥§4 o B *Ejj?'rj« FYleE ST s JHE
P T E R R E TPy ’i‘_’ﬁ“ﬁ“—:lﬁfﬁﬁi o R HE S P ”fﬂﬁ’d
(At H'F’?lﬁ‘ PP RIS ﬁ‘é i G N P e

* (propertization ) LS » ?J’EZF?@@ k ElEES 1&'“[’:[?%:‘? » [E RBEE
LH*H R e P R ‘PFFW FETRIT IﬂFJ rﬂmJ— filrH ] F?
ﬁaﬂ?ﬁ%gv AR o L - ] B P A Ffr%ﬁvwﬁﬁ WA

Bt JL{H 7}?2[ 4 (positive externahty) * [ AR S "")F@}[:’J’FVTEJ@JEI
E‘@TE'F%J% S HEES N S SR 9“

T RS (AR HORS EBHIE PR © FIP AL
£ H[a‘j‘ T N [ ’F“i_jﬁ?§m‘r§ﬁfﬁ#ﬁ¢ﬂ pﬁgiguva& e
TR e PRI S RS ] SR TEORTT o IR £ 5 R R s,
RO S P R ST < L
AT 55 o g ?ﬁiﬁii’?nEJ = gttt > S gmw#ﬂ Y I
0 2y R o LA D % Frg B A

w%o

90 > ar = A% 4=
Fued o "THELWAREERNYTX TREE) TLE—UABUNERAAREH S P
& 0 FILREERRHE O B 878 0 B 199 (2013) -

o1 Mark A. Lemley, Property, Intellectual Property, and Free Riding, 83 TEX. L. REV. 1031,
1044 (2005).

92 Stacey L. Dogan & Mark A. Lemley, Trademarks and Consumer Search Costs on the Inter-
net, 41 HOUS. L. REV. 777, 787 (2004).

93
Lemley, supra note 91.
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