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The Practical Development of
Doctrine of Equivalents in the

Supreme Court of Taiwan
—A Survey of 2013
Tai Shang No. 1986 Decision

Kuo-Cheng Chen )

Abstract

The doctrine of equivalents is an established legal rule adopted by patent in-
fringement litigation practitioners and professors. However, the Supreme Court of
Taiwan has drawn criticisms for not elaborating the theory of this doctrine and pro-
viding little guidance on how to apply this doctrine in the decisions. In response to
these criticisms, the Supreme Court of Taiwan provided its first clear delineation on
the doctrine of equivalents in 2013 Tai Shang No. 1986 decision, which made a
meaningful stride in developing the doctrine theory in the jurisprudence of Taiwan.
Taking a comparative perspective to the Taiwanese Supreme Court decision, this

article discusses the doctrine of equivalents and its limits as applied in the United
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Adjunct Professor, Graduate Institute of Technology, Innovation & Intellectual Property,
National Chengchi University; Adjunct Professor, National Chiao-Tung University School
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States and Japan to explore their differences, specifically with respect to the all-
elements rule, prosecution history estoppels, prior art preclusion, interchangeability
and readiness of replacement among these jurisdictions. Based upon a legal analy-
sis of the Supreme Court decision, the article concludes by presenting preliminary
suggestions and possible approaches taken as references to deal with disputes
yielded during application of the doctrine, along with the aim of achieving further

development of the doctrine theory in the Supreme Court in Taiwan.

Keywords: Doctrine of Equivalents, All-elements Rule, Prosecution
History Estoppels, Prior Art Preclusion, Interchangeability
and Readiness of Replacement
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19

Winans v. Denmead, 56 U.S. 330 (1853).

Graver Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605, 608 (1950) (“... a pat-

entee may invoke this doctrine to proceed against the producer of a device ‘if it performs

substantially the same function in substantially the same way to obtain the same result. *”).
20 See Roger Barrett, Discretionary Use of the Doctrine of Equivalents in Patent Law: Going

Beyond the Triple Identity Test of Graver Tank, 17 U. HAwW. L. REV. 513, 517 (1995).

B. Thomas Watson, Carbons into Bytes: Patented Chemical Compound Protection in the

Virtual World, 12 DUKE L. & TECH. REV. 25, 30 (2014).

See Graver Tank, 339 U.S. at 610 (“The question which thus emerges is whether the substi-

21

22

tution of the manganese which is not an alkaline earth metal for the magnesium which is,
under the circumstances of this case, and in view of the technology and the prior art, is a
change of such substance as to make the doctrine of equivalents inapplicable; or conversely,
whether under the circumstances the change was so insubstantial that the trial court’s invo-
cation of the doctrine of equivalents was justified.”).

23 Hilton Davis Chem. Co. v. Warner-Jenkinson Co., 62 F.3d 1512, 1517 (Fed. Cir. 1995).
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24
25

Warner-Jenkinson Co., Inc. v. Hilton Davis Chem. Co., 520 U.S. 17, 39-40 (1997).

Janet Freilich, The Paradox of Legal Equivalents and Scientific Equivalence: Reconciling
Patent Law s Doctrine of Equivalents with the FDA's Bioequivalence Requirement, 66 SMU
L. REV. 59, 66 (2013).

Graver Tank, 339 U.S. at 609.

Id. (“In determining equivalents, ... An important factor is whether persons reasonably

26
27

skilled in the art would have known of the interchangeability of an ingredient not contained
in the patent with one that was.”)

Timothy R. Holbrook, Digital Patent Infringement in an Era of 3d Printing, 48 U.C. DAVIS
L.REV. 1319, 1368 (2015).

28
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Warner-Jenkinson, 520 U.S. at 37 (... with regard to the objective nature of the doctrine, a
skilled practitioner’s knowledge of the interchangeability between claimed and accused
elements is not relevant for its own sake, but rather for what it tells the fact-finder about the
similarities or differences between those elements. Much as the perspective of the hypo-
thetical ‘reasonable person’ gives content to concepts such as ‘negligent’ behavior, the per-
spective of a skilled practitioner provides content to, and limits on, the concept of ‘equiva-
lence.’ Insofar as the question under the doctrine of equivalents is whether an accused ele-
ment is equivalent to a claimed element, the proper time for evaluating equivalency—and
thus knowledge of interchangeability between elements—is at the time of infringement, not
at the time the patent was issued.”).

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 535 U.S. 722, 730-31 (2002).
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31 Warner-Jenkinson, 520 U.S. at 29 (“Each element contained in a patent claim is deemed

material to defining the scope of the patented invention, and thus the doctrine of equiva-
lents must be applied to individual elements of the claim, not to the invention as a whole. It
is important to ensure that the application of the doctrine, even as to an individual element,

is not allowed such broad play as to effectively eliminate that element in its entirety.”).

32 KIMBERLY A. MOORE ET AL., PATENT LITIGATION AND STRATEGY 555 (4th ed. 2013).

3 Lee Petherbridge, On the Decline of the Doctrine of Equivalents, 31 CARDOZO L. REV. 1371,
1375-76 (2010).

3 Vehicular Technologies Corp. v. Titan Wheel Intern., Inc., 141 F.3d 1084, 1088 (Fed. Cir.
1998).

35

Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 935 (Fed. Cir. 1987) (“[I]n apply-

ing the doctrine of equivalents, each limitation must be viewed in the context of the entire
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[+ %@ﬂﬂQ@%W%ﬁ R TR RS RTRUIA 8 e I
i ﬂ R Tf@%ﬂﬂ%$ﬁwtﬁWb‘%ﬁﬂfﬂvmuw
250 o P SIS Warner-Jenkinson — U $5 o l/g@f@@ﬁ@ﬂ
OIS - U R P - %W =PI R R
*QPW%?ﬁﬁﬁw’ﬁgﬁﬁy%iﬁwﬁﬁﬁﬁﬁﬁ%ﬂﬁﬁﬁf%
(FEPERV IR -

(E¥t Warner-Jenkinson — %fji| » THJEA*:J 'Q:‘? £_7 S RL S AR JP?%
TRV RIFEET iﬁﬁ?’Vi”E97“F# ﬂ\@W4|7nE'ﬁ¥ﬁ f7§kﬂ HIEUIR T‘ﬂﬂfﬂ
*WQP?V%HMQ@#J m[ﬁﬁ‘EVJ Kﬁ%ﬁ#’thE“?ﬁﬁé
- T PR SRR I o TR (element) i AL

claim .... ‘It is ... well settled that each element of a claim is material and essential, and that
in order for a court to find infringement, the plaintiff must show the presence of every ele-
ment or its substantial equivalent in the accused device.’”).

Warner-Jenkinson, 520 U.S. at 29.

1d.

1d. at 18 (“The determination of equivalence should be applied as an objective inquiry on

36
37
38

an element-by-element basis .... The way to reconcile the two lines of authority is to apply
the doctrine to each of the individual elements of a claim, rather than to the accused product
or process as a whole. Doing so will preserve some meaning for each of a claim’s elements,
all of which are deemed material to defining the invention’s scope. So long as the doctrine
does not encroach beyond these limits, or beyond related limits discussed in the Court’s
opinion, it will not vitiate the central functions of patent claims to define the invention and
to notify the public of the patent’s scope.”).

Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1259 (Fed. Cir. 1989)

(“An equivalent must be found for every limitation of the claim somewhere in an accused

39

device, but not necessarily in a corresponding component, although that is generally the
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0 EWE"%‘}* ZEfEE f/ﬂﬁﬂ]@iﬁfﬂl 2iF (limitations ) Fri=' 7Y o B‘Lﬁrﬂl'ﬁfﬁ&H%ﬂ
FFd P Essd ﬁu‘?iﬂ\[ﬁ&‘ﬁfﬂﬁi 97 112 [RVHE Hﬁfﬂl'%l’i [ B %}EIFF
(claim elements ) = > i [}E'ﬁﬁ‘ eS| _J R ﬁ'%ﬂ PLL S
PIVRH R T e e 2 ﬂm‘e&wﬁg@t AR :ﬁ?ﬁ%% “H
Ry b B AN AR (8 0 - %ﬁ??ﬁz#ﬁ@@?ﬂffﬁ@ﬁ o R
b b VEGEIERE I > PR IR R A R ww,s[
BRI RIfE o P Wt R P AR 7% AR ﬂL“@'f%} fl
IR > (oA (RS N S o I 2y
FET T RIERA ﬁ’fkﬁfﬁﬁ’@@%’?%j* Ef P ARE LA
REPIEITS (o WUl (08 iy SR -
I S S SR R (2 B SR A AL - - S
e SFHPR RS BIRANGE FFER S Festo 3V *uw L
= = PR IEAEIT o bl [ SRS S A

case.”
40 1d. (“In the All Elements rule, ‘element’ is used in the sense of a limitation of a claim.”).
1 Perkin-Elmer Corp. v. Westinghouse Elec. Corp., 822 F.2d 1528, 1533 (Fed. Cir. 1987).
2
43

TRiRAESF > BT822 10 0 & 20 - % % A Ethicon Endo-Surgery, Inc. v. U.S. Surgical Corp.
149 F.3d 1309 (Fed. Cir. 1998) (“[o]ne-to-one correspondence of components is not re-
quired, and elements or steps may be combined without ipso facto loss of equivalency.”);
Eagle Comtronics, Inc. v. Arrow Communication Laboratories, Inc., 305 F.3d 1303 (Fed.
Cir. 2002) (“While a claim limitation cannot be totally missing from an accused device,
whether or not a limitation is deemed to be vitiated must take into account that when two
elements of the accused device perform a single function of the patented invention, or when
separate claim limitations are combined into a single element of the accused device, a claim

limitation is not necessarily vitiated, and the doctrine of equivalents may still apply if the



PR ARBDEHR L EE 83

wﬁﬁﬂWﬂﬁ%‘@ﬁﬁ%rAQ#W%ﬁfﬁgﬁwwgﬁww
S TR PRS0 F m E| ;’axﬂﬁf:i_\dF”pij%j[Sg% o AR I
FLEUinLJEII UM, - RIZHS SRV Elﬁ%%ﬁﬁ“%d—lTuﬂJﬁﬂyf*&n¢ﬁuqs
FT o FE AP e [ gD [ﬂ;?J—LﬁiFJZrL% ;T W’iéﬁ'i?' e fﬁ,'}gj,, Emsz 53T
[FRyH R pﬁﬁﬁﬁ%ﬂ%ﬁmﬂhwﬂﬁxﬁmfﬁ? %fwé_ﬁwmfﬂ§&
%ﬁj%‘?ﬁﬁﬂgp‘ o L o Sf,glgja{r %Ui’\ ERUSE AL - N
fJ‘ﬁF’ }bﬂ44
ﬁfiv%Wﬁﬁwﬁﬁﬁgﬁiﬁwﬁﬁﬁwﬂ%$$g—E%Q
(P A F - PR gﬁ %qﬁﬁﬁﬁ@g@ﬁQWLﬁoT
iy o (BEEEEAEY I [ S TM%%O%ﬁHFEFﬁEWJ%
[#*eaﬁﬁiﬁm S pfﬁﬂﬁm ﬁ¢$ﬂF§V7q$ Ewdﬁaq|;$£ﬂ§ﬂﬁ i
Fﬂzﬂ@@#’ﬁ@%jﬁﬁvgl# AR RS SIS ,U\F[,”{\H{E\[ T iﬁb{ N
el FF UMD = 0= bl » B PRRAE APty I s o Bl A
%W#Pﬁﬁﬁﬁﬁﬁ%%ﬂaaiﬁ’upm¢ﬁﬁfyﬂjﬁ\—ﬁw
ﬁﬁ’#ﬁﬁyﬁﬁwrﬁﬁ’ﬂ}wﬁ?mﬁm[ﬁ%ﬂ%~ww =%
$%” ol P RUIR B (R Il Kiﬁﬂ’lﬁ‘ﬁ”' R R
ﬂi TR Vo B ABERT T 2 R R

SREV TR D R -

22 HFEBELEERE

F B 7]7’7‘5—f H[%bﬁiﬂ'w : ER=E3=1i ‘rIIJ V- B{ﬁf” H[%&Z‘?ﬁﬂ' 2
B“Lﬁrﬂﬂ‘ﬂ@ HiEEl ri% I Eﬁﬁ""‘jﬂ[ ﬁ:—‘i’“”ﬁi I ITEI%E'?TVHQ *:u

—n

differences are insubstantial.”).

Msty o THER ARG 2 BT R AT AT B IR B R
—O—FEEGLEFENRRFARRL TR IE RPN R, » ABESHE % 223
#9 > & 235 (2013) -

45

See Warner-Jenkinson, 520 U.S. at 30; Festo Corp., 535 U.S. at 733 (2002); Sextant Avi-
onique, S.A. v. Analog Devices, Inc., 172 F.3d 817, 826 (Fed. Cir. 1999).
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Vg ,L—%ﬂ* MHE Y [%“j\ FIHIFEEJFF[ STF] |‘Eﬁ%ﬂ“ 3240 . pmEs ﬂ,”[s,ésy {1
%Z?EUM@F[UIHTFU S B e PR o g B+ (45
9= F N lvf&j;%g BRI ]EIFJ?} AR = f[ (spemﬁcatlon estoppels ) 47,
= BIE [EES Warner-Jenkinson % Festo — 148’1’15* F]I%’ﬁﬁllﬁ?@é VEIF
Y o LE 1@“{&“%%%[ HfE ST 2. F[l% BT fﬂ TERIF L wﬁp,
M ESE S 1 3O © R J**IJIHH%IFF V%Hlmﬁ‘sﬁﬁi@ NEIET-
I S 1 58~ 5 A 0 553 » W2 P * ;ﬁd
%vm@rw%m‘ AL P PISE P T .
e B8 PRI S SR IR i R T F[ . Festo — %
id:ﬂl%’ﬁw&"@ th, BN NG B*Lﬁ‘ﬂ MZEL 2 [Hﬁrﬂ o - El[| 7 @Hl%ﬁf
'"‘JFI LR (foreseeability principle) ™ » 3™ |F [l%’ﬁﬂlﬂ“@# 5T

46 Festo Corp., 535 U.S. at 740 (“A patentee’s decision to narrow his claims through amend-

ment may be presumed to be a general disclaimer of the territory between the original claim
and the amended claim.”).

See Vehicular Technologies Corp., 141 F.3d, at 1090.

See Festo Corp., 535 U.S. at 722.

See id. at 740-41 (“There are some cases, however, where the amendment cannot reasona-

47
48
49

bly be viewed as surrendering a particular equivalent. The equivalent may have been un-
foreseeable at the time of the application; the rationale underlying the amendment may bear
no more than a tangential relation to the equivalent in question; or there may be some other
reason suggesting that the patentee could not reasonably be expected to have described the
insubstantial substitute in question. In those cases the patentee can overcome the presump-
tion that prosecution history estoppel bars a finding of equivalence.”); See also MOORE ET
AL., supra note 32, at 569.

See Festo Corp., 535 U.S. at 737-38.

Aaron P. Bowling, Just About Equivalent: A Comparative Analysis of the Doctrines of

50
51

Equivalents in the United States and International Jurisdictions Shows That the Varying
Doctrines Are Strikingly Similar, 41 AIPLA Q.J. 553, 586 (2013); David Olson, Rules Ver-
sus Standards: Competing Notions of Inconsistency Robustness in Patent Law, 64 ALA. L.
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gﬂﬁlfl A /\?j Vﬂ’*”%?‘ [y e I*ffﬂ SHIES /\J/FJ’%”%—T‘ s [IE T
ﬁ»%j‘f AFIR T 5 52, S BYE RS Johnson & Johnston Assocs. Inc. v. R.E.
Serv. Co., Inc.— %' > FJ-[FJ’%HH[F?‘; o i 25 E%EA%T I 9= %
iy Eﬁ\jf’\%j‘ FI =V E A “[FI’%?? B R AT R L:‘ff?r%% |FVIFVRL
FECD 2R V%—T‘Q* “F ’}Hfﬁﬂféf}%j‘ F2 R AT b LEJJ%H’@ PH D &
il o J;%]J@ TR P %1\ T #é—’%éi{ﬁfﬂj% Eﬁﬁkﬁfﬁﬁﬁ EA?V@FJ*%U
Y AP, A ST A P - 6
SR RSB S BT R S R 2
g E‘HFJJ*[H‘@ s, @%F»fﬁf& EZRIEN 'i)ﬁ”“givls—rﬁ TR 7 J’%UT@ 8
EaEoEl SURRTAL SN I I FLSW’ T\’“jﬂ’ﬂﬁt@ APPSR Tuj’?*ﬁ%ﬂ* fiZ &
SRR - TR R IR

2.4 SEpiikimBRAN R S fE R A

RIS I R AR
ﬁ[glj F: EIJ}‘F “f J}i(m o q\ﬁﬁlfi[%f{ﬂjjﬁwﬁﬁqf %—Jk Fi. I/]K)Lﬁful H:T

REV. 647, 669 (2013).

Miller v. Bridgeport Brass Co., 104 U.S. 350, 352 (1881).

Johnson & Johnston Assocs., Inc. v. R.E. Serv. Co., Inc., 285 F.3d 1046, 1054 (Fed. Cir.
2002).

Michael A. Carrier, Cabining Intellectual Property Through a Property Paradigm, 54 DUKE
L.J. 1, 116-17 (2004).

Freilich, supra note 25, at 67, n.56.

Henrik D. Parker, Doctrine of Equivalents Analysis After Wilson Sporting Goods: The Hy-
pothetical Claim Hydra, 18 AIPLA Q.J. 262, 271 (1990). Senmed, Inc. v. Richard-Allan
Medical Industries, Inc., 888 F.2d 815, 821 (Fed. Cir. 1989).

52
53

54
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Senmed, Inc., 888 F.2d at 821.
Wilson Sporting Goods Co. v. David Geoffrey & Assoc., 904 F.2d 677, 683 (Fed. Cir. 1990).
1d. at 684.

1d. at 685.

Carrier, supra note 54, at 115.
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AHEAMEA LR Z 2 — o F AP L1556 0 HFFik 0 B 337-340 (2014) -
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