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Attorney-Client Privilege and Work Product
Doctrine/lmmunity of the U.S. Patent
Litigation

Ming-Yi Lin, Shang-Jyh Liu, Min-Chiuan Wang

Abstract

This article discusses the application of attorney-client privilege and work
product doctrine/immunity to patent litigation to protect some information from
being disclosed. First, the authors will introduce their basic concepts. Then the
issues and related questions which result from their application to patent litigation
will be discussed. The topics related to attorney-client privilege consist of
whether it is applicable to patent attorneys or patent agents, and whether it
protects factual and technological communications. The topic regarding work
product doctrine/immunity is whether it protects documents produced by patent
attorneys during patent prosecutions. At last, in addition to explain circumstances
of waiver, the authors will discuss whether work product immunity would be
waived as well if one waives attorney-client privilege.

Keywords: U.S. patent litigation, attorney-client privilege, work
product doctrine/Immunity, discovery, waiver
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1. W5

Ry (discovery) JHEBIFFIREFAF @ FalEFH A LIS
BRI ZRRST o AL - B AAI G EEREHRA R ATie te &B2
Ko AR E N TR o MHEETLEEN T - BEASFEH RS R
i MG EREEEERANNLEE - H > fEEFEABG TR T
(privilege) Kf - BIS—01 - Fradfef - HAEEE L2 &8 - RIef et
ZN 0 AREERGRAT AR AN EE SR FR R RZEC R EEN
SR EE A S A BN B SR BRI RN AR FrE &N - AR E
LA EAAR o AN T T/ERSE . (work product) o BELFEERAFA
THIAEIE A B AR ET T - BRfREFan H IR HEf AR DA LAGE W]
FEE S P B HL FFEEY) - A TR - @E I e
SRR B e R R R AT S B N - ARSCRAIRTEE o TR
Hiz TR — Z=EE AR RE  (attorney-client privilege) B T ERCIRER TR
f# ; (work product doctrine/immunity ) - 7FE FHRAEFFREARE 2 RN - DL
IR EEAE R  RIRKRER - RS - IREER - R RS
JITH > FEH I S — I R EERRRA TR T E A PRI ST EA
AREAHE L RSP S [3 R B AERA R - P RAS AT B AT A

1 BLAck'sLAw DIcTIONARY 1215 (7th ed. 1999).
2 |d. at 1600-01.
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2. — B A B PR A A — & GC N R
TAERR 5 S b
21 HEh—RFEAGE
211 =&

E2% Dean Wigmore A — R A E AT + & — H3E L
i (professional legal adviser) MEZRT A\ ZR > AEHAE I HElE A HE FET (TR
PR - AT AR H AR L i N B ORI T - BRIERZ
TR NBCEERN] > SAMERREAGTR T > IS ER K A2 IR » MEEETE
NIRRT REE « M7 1950 4L RS ZE M /7 k2. United
States v. United Shoe Mach. Corp.*4etft » W8 BIBRRAERT& FHIEME T > /5
15 LR — ZRE AR

(DERFHE AN R A R G REEETLAZA

QBN 2T

ORI & G #ilz — B H T & (subordinate) - H.

@R EZ I ER R RIS 2

(QEZ MR AR A

OFRHZEFE B AR

@F @A HEAER N EAESS

Oz ¥ T e RS -

AERTTHAER 5

3 WIGMORE, EVIDENCE § 2292 (McNaughton rev. 1961), cited in William P. Atkins,

Attorney-Client Privilege and the Work Product Doctrine in Patent Litigation, in PATENT
LITIGATION STRATEGIES HANDBOOK 234 (Barry L. Grossman & Gary M. Hoffman ed.,
2000).

4 United States v. United Shoe Mach. Corp., 89 F. Supp. 357 (D. Mass. 1950).
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BEA L2 Iw#s - B

CHREFARE .2 - B

@OIEFEFILIESEHE (tort) ZHAY ;

(ARZHFFRE -

OeREFEAMER - H

Of IR AFEHRE (wave) -

U AT — RRC AR TR A O RIRR SRS
BT LL T HSE AN ) Rt - mREAR T AATE R A8
J& . o MERAEHAFRATNE T EE RN o RIS EW R (FF
SEB) (AT IR » 77 2EBeEE United Shoe Z&. 2 JIIEATE @ /ME I
il A % Dean Wigmore 231 - T FC B R R — iR -

2.1.2 ERARIE

FRCP RULE 26(b)rBET v # B Fp 2 #E & e fRA - Horh RULE
26(b)(DFE & FH NSRRIy > USRS RAERUT T P e B BT & 2
NZEREPURHBR AL > WEa &R - P a7
AE ~ il ~ ARE ~ R~ ARDURFTHE » PURCAHT AR rT 33 S0 B2 AR
S HIFTAE © EAA RIFEAIG - RBS e BT AT B AR AR AR AT
FIEEFTRIATC - HILTR > TR R A — BN AT R

[é)]

Atkins, supra note 3, at 235. # 4 United Shoe £ & % 2 £ %] % &, : United States v.
Wilson, 798 F.2d 509 (1st Cir. 1986); In re Grand Jury Investigation, 599 F.2d 1224 (3rd
Cir. 1979); NLRB v. Harvey, 349 F.2d 900 (4th Cir. 1965); United States v. Fortna, 796
F.2d 724 (5th Cir. 1986) ; & &% # Dean Wigmore & % % £ 4 R,  United States v.
Demauro, 581 F.2d 50 (2nd Cir. 1978); Fausek v. White, 965 F.2d 126 (6th Cir. 1992) ; —
HE 2 ZH T4 R Inre Grand Jury Investigation, 599 F.2d 1224 (3rd Cir. 1979); In
re Grand Jury etc., 603 F.2d 469 (3rd Cir. 1979); United States v. Tedder, 801 F.2d 1437
(4th Cir. 1986).

®  Fep. R CIv. P. 26(b)(1).
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[Kf > 4k FR.C.P. RULE 26(b)(1).Z #iE » JFI A IR 8 30AR Fyr i T R EE
HiZ S

21.3 A XA

BLERAT — R NFRER AR BTG ZEEAPTH - MIEEEAN © it £
NEFIREGEME - AT - ARBIRSEATEN » EE/ME SR -
MR ARG > FIREE SR NI S T R 2 B IR
FZEFOUNERBEANS T 2 - MEARBERIEA > HNEEFRER

(in-house counsel ) F3fANF » EGEAH AR ERKEEH B SHKE
o TRRELAFICEFRANG S > HEATETEE . IIESERAEA — &5t
NFHEFTEOR B LSRR AR EGR ST T ARG B TH{HATZ
ST IR (5 2 {6 1981 AEI N 2 Upjohn Co. v. U.S % »
BN SOEBTR AT B R ES Wb  REE - (Hi sk be s & E BRI - &
B A - ARIRILAI] - HELB T AEEHIECEE 28R > DA FIRER
AT R ] RE S IR S TE) > 5w B T PSS » 7ERZ B TR bt
TGN ERAE TR SR > RS EERESBERNZAFH - AR —
TR NFEC R BEERETREE . > TR SR m ek
ZITHEHEEZFE -

21.4 {3 Ba

WHEME o A — R AR IR B R e A2 58 (commu-
nication) - MZEFE A BEMEFARBEEN > HAGEHEE @ DUIERLE
TR © SRR B EnE A ERTE Upjohn Co 28T - 13T — Rt Nl
Z BB B T SBh el R R e AN FE S isH o2 i o B2 R HE B ORGE AT

" e eg., Robertsv. Heim, 123 FR.D. 614, 639 (N.D. Cal. 1988).
8 e, eg., United States v. Fisher, 692 F. Supp. 488, 494 (E.D. Pa. 1988).
®  Upjohn Co. v. U.S., 449 U.S. 383 (1981).
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BHAZREE A\ BB PR DU RS A S LB IRITE) - [l
FE AT A Bt - DU DR R R Bh ik o ™ -
2.2 TIERREAGRIE

221 =%

R FA LT — ZREE NEEHE TR B M S T B R i
SR o HRJECHI YA 1947 4RI i Hickman v. Taylor € di ity « 15
st (E— TR I BN B ISR ATE A L
SRR EFEC PR SR o Horh W5 B LA s A s
I T TAYE R A AT T 2 2 e Mt B PRI 2 52
SKERH © Wb R S R G SRR O T R - T E B R -
Sl 6 A 5 S A AR i T S R 2 3 AT i T O A PR S
(memoranda)  JRIEFEHERAIFA « HEE IR » WM R IR =G
Bafh » DSR2 SAIFE (en banc) HEMN T EA - PREE S A TS
K2 R BT TAERCE (work product) H—43 » U2 (RS2
g -

RS LRERTESERE - BSERE LB RRSMHEH - Bk
B EE  PREBZRE A B I - DRI A (B Uil — 255 A
BEBSTRRE S - R - Bl Fr » REERH ST
WM B G o SR B R A - e R
SHEPRRHERS - BB S EZ MR (hardship) BRZ (injustice) i
TEWUT » E R A 2 A A ol 2 e o A T L Dy g SR

10
11
12
13

Id. at 391.
Hickman v. Taylor, 329 U.S. 495 (1947).
Id. at 500.
Id. at 508.
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B P04 (mental impressions) R - EfTEREY - BbRiEET o B
i A RN HASE— E R IRBRA N T0E » M2 st
AN AR TR § EMER S BRA S TN - /7S
VEEEREA © IS AR SR SRR AR e R R o A
HAIE LUE S YRR R IR TR S WA R A0 8% ~ Bt ~
Tk BE - B LIS - 8B RS BRI S T
drh s LHIERGEER TR A T TIERR o BRI > AR
BTN — 5 - AR E T EEE M - IR AR R TR
Y o HARERE - BRI E R - e R
e BRI 2 HL TR 2 R

WS W R SRS - AR TEA FRATT 2 Sk B
R — R N (R AR i 8RR RIS T e
2 TAERSL ISR S R IEE R T4 - DURSIHERANNS - B
ERATIERS/E SLAERE R BB RL ~ PZEREASRE s AR L I T > B
M TAE -
222 R

TEW S B e Hickman 227 BEHA T /R SR ERsabE 2 Btk -
% 5 S AL I U 57 FR.C.P RULE 26(b)(3): 2 BLiE - #R
75 FR.C.P. RULE 26(b)(3)}i7E * 7 F.R.C.P. RULE 26(b)(4) /i H & fA BT LS
ZE R (interrogation) H(FEABI{ERE (deposition) FIHIE T » HAHTE
BB BETRHRIRE L FASEE R WA EERE R - B
EE B AT IS L S ) TR N TS Y
T FHEE NSRRI A (S B - HER A A B
 FR.C.P. RULE 26(b)(1)2 iE » Erjwk#sdi% (discoverable) - H{RHH

14
15

Id. at 509.
Id. at 512.
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AR S A AR TR AR B RIATHE G 5 o - AT
BT HEEACMRE ) EEEEN BN B (surety) -~ BE{H
A Cindemnitor) ~ (R RIS A S « 5 R TR OB - S
R LS B - b FIE (R e B 2 R At 3R
FI%: ~ ek~ EREGERRE - HHRREEE" -

223 HAH xz

TAEBCRER M HI > JTH R ORI 2 IR 2 50 > (a5
TR GRS AT > IEREER G Al RAETRAT AT B E 2 2L rh > RAEZ 2 E A
— TR NFFRESC P R = 00 T AT ) R AR ER AT % > HAGE
SREZERGAME o IL/0 TAESCRER RMEELRAT — Rt N (RER £l R &t
N ARz

224 fREERE

£ Hickman ZH » JEBE R AT LAFE R RrE > il BB 3 Bk ad
Bk~ BOL - S8k - BE - BOEWE - WOEIREEANEES - Hig o
FR.C.PHE IS LA S HIf 2 4E RULE 26(b)(3)7 » BET=CAb SIA > i
fillz TAERCRSRME T — AR Bt - HAeihdaeinse e T HEFR
3K, (substantial need) f¢ "EEENEE ; (undue hardship) ZEFIRf » EBit
PR HAE RS2 R &l - g - S AsE i B ARt — =
R - MR N DEDSR ~ em ~ B R GREE R - £20E TREEIRIR
17,

R E R ¢ Hickman v. Taylor & & F.R.C.P RULE 26(b)(3)#]
o LAFRCRER AR ORED » B ERAETA TR G D T AT 3

% Fep. R. CIv. P 26(b)(3).

7 samesy. Go, Patent Attorneys And The Attorney-Client Privilege, 35 SANTA CLARA L. REV.
611, 627 (1995).
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fF > BREEE AR SEB P E S SOk - REBSRIMER - B R
RS2 TIERCR « BLoh - 76 1974 4F & HL BN I 30 3 5 i b o2
Burlington Indus. v. Exxon Corp.®%&rh » BElal ST SR CUEI 35 2R IS
FITHE G s S TR SRR sME L S A TR FTRETER -
AR SR DA S TR SRR S F R -

2.3 HENHRBELZIER

FIREEAN — ZRE NFPRE TAERCR B e 2 E B > BRI &
R HE IR O 2 25 (8 B DU R S R R BB SR I R BEAEE - IRIR FRCR
RULE 26(b)(5) 2 #iE - aRfEAl — Rt NSl TAIERCR B i 2 H
N o HEWIRE AR SRR ot H A RIEU S e B side oz =0
R BRI AV T - MRS LR AN RS2 2R RE SR AT T T
KL EIARE > B AR DU A S ISR R iR e i <
V™ o R E AR — Z5RE NS TR A TR > S A TTRE
G2 EHIE > EEATRENM i R (waive) - [N FS BRI EEOR R
FESER R C ERAN > B ZIRE S FIH  JERL A E R G hr
RESCER LR W VR RORE RS (HEHA BB DIDURGHE - RIS =L - At
B R HERGIL Z BB ZEPUET o M Rl 02 o 35 R 8 M il ko2 Jal
b - BRI R E AR SRR T TROWH] (e FRp o5 AN - S
AHEEEGHNREF AN EREN — Rt N A ERCR B R 2

<20 _

*r

18
19
20

Burlington Indus. v. Exxon Corp., 65 F.R.D. 26, 43 (D. Md. 1974).
FeD. R. Civ. P. 26(b)(5).
GREGORY E. UPCHURCH, INTELLECTUAL PROPERTY LITIGATION GUIDE § 13:20 (2003).
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3. HRNIFFRRAZAM— RN TIERE
AR

3.1 RE—RITIANEGEZEA
3.1.1 EAHZRTE RN ZFEER

AETFTL - R — Rt AR o (R R T B R S AR 28 - 3T
NS S R R v > H AR PR B LU R s - AT B
A AR R T B ARG T e - SR (patent attorney ) 2 TAEAEAE
A RO G T B - AT — Z55E N MR 5 F P R T 2 755
o B L R B - R P e

(AEHR

1E 1950 4 Jfif b 55 S N B Fo kb 5 B2 2 United States v. United Shoe
Mach. Corp.22Zerft » b BERAER — ZR5E AJHE - T S SHRH S T35 -
Bl B S RS ThRES  (HHBEE R » R
LS H N - R AR S FHIFTERLET - HE iR — 2
SENEE - O RS e \ B A SREGEREBRTEA LA @
HSENR D ¢ ABEREE S8 s — RS H RS - B B.
FAEL SRR RV B 5 2 2 @ELZ B R N © AR
FZSEE JSHANERAT » BFSHAIR AR A0S - CiliisE.s i)
B RS a B IR o bk o IR - B e R
%80 > B DIFEFILIESSHY B @ - ABBEEAFEE -
H B.fRRwZEE ™ -

21
2
23
24

Go, supra note 17, at 619-22.

United States v. United Shoe Mach. Corp., supra note 4.
Id. at 358.

Id. at 358-59.

N
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VBRI B AR A B S R B L S SRR T DA
SRTEASTRAT . B AR A HE R - SR R
FIFT R, = Rt B T R A PO B T 3500 ¢ SRR -
Bl T SR NS T SRS AR SO TSI A - RS 3
RIF N2 BEATL L EH - SRR S — R
5oL > SHE BRSBTS A S (A B AR BN B AR
N P2 Hm - bRgers » I A B RS AR - v
B aEE NS = A Dol FETHEES HRRRS MRS T TR
LY SR AR I A S e B T SO L BRI SR
I A B2 IHRE » P R R ™ - AR AR - B EFRIE
B R R — 255 N HE (R - (R DR SR Hh 5 B
RS R SRR - T MR A R R A L ERE
Mo 7 RIER EAE I RS L R B A A B S IR R 2 SRS T
B o MAE 1954 F1EmE] FLNEEFS 5 ¢~ Zenith Radio Corp. v. Radio Corp.
of America®®Z&r » bl tEHE UL -

FABETIS » bl bkl 2 BRI 3 A\ B SRR R T o VS R
SRR — ZEE R LT RS AR R LU BIR - SEER R
FRILRRERE, - HE R FAURRAL RS S A S S T
SR TSR TR S A B SO » T — R TR T
BN EERE - % BRI SESEENSEE T KRS
HF R - A — ZE N T ERE s EkthkeE e

Q& ER

SRITT » 75 1967 SRR HaREr0 Sperry v. Florida®™ gt » b dE Tl

2 4. at 360.
26

Zenith Radio Corp. v. Radio Corp. of America, 121 F. Supp. 792 (D. Del. 1954).
27 Go, supra note 17, at 620-21.
8 sperry v. Florida, 373 U.S, 379 (1967).
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TE TR RIE - LD - PRREEN B AEAEEN S B it
BRI RAENN R A S ~ A B SR A e S P e
B TAF ~ L R0 T i B N S L AN BB 2 A 25 LA EEF)
mREE T RFEA R RN BN - RN B EblE
N AT BRI P AR & RIS 1S T 1L LA S
o HERREIRZ R T0F » DU BHA SURIRE S ol S e s AR e R - %
ARG - Bl FaRE SRR b b A R ELE M
Bl TR A PIRTE S EH R - M EERE R - B E
SR A EEREAMEIS R BRI 31 e fE 2 T B
Rl SR A 2R BV M AT o AP SR T T SR R BN
RS ATEEA R 2 S - BTN - SR EFIERS S 2 T
1 » EbEEoT » ECA A SR A 8 S R Hh 3 ME R A P T R R (T
TS > WBHETBULATEENEL N2 - EEFES 101-
103~ 161 ~ 171 {5 R E B RS AT EFIE: » 178 Bl - DI
HRIBFARN L 15 2 B R =t » $Rrdss - oL TR R T
IRIAEFES 112 6 K - SR B E0R H 56,2 SRIZRHAE (specification) BiLEH
SREFIEEE (claims) FUBEES » 24 S0 TR R AR EI M B i Mk o
DURS MR E & B — - % E PR R R B (rejection)
I - BT ELAI SRS oA AR ATREEE B e A AT AR 37 CFR.
§ L117-1.126 SHE T MEFTaCEE RS el - DU AR T 75 &l i
EYSE LI ATIE Eallavi e -2

HEL PR R T 2 MR A BE A T B a7
S EILARRES TT  H3HE SRR R - e

Id. at 381.
Id. at 382.
Id. at 383.
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SRIERAERRIM AR I N HETT - R HECUS AR B E 2 20 > mIds
TR — TR N i it o IREEH [ A -

()M

ERIB S i e e oz R A S M ARERE 2 8007 » @R EEET — &Et
NFRE S B N E AR S E 1 (B AT SRR - iRt OE
TE 0 BFIEAN R A fE S8 BRI FR G 2 HE G BEAR T TAE - (B AR Al B A A
Bl BETT BAVHIE - MG BRI E B R G AR B E > SO HEE
FEWBE AL BRI LEBEIE - HEREEERREZ TE » BEFFEHA
B BRI RAT 2 5 - VAR - TR AR A -
312 RAEZMATFTLSEANFFBRETY > ZHARELE

FliEempYn T FE RN EE

BERSH ol A - ATHEE 7R AT — ZRE N R REE RN BRI R A - (B
SRR > [EEA RS » TR AEEGEAEARN T EE R
Fifliz #5388 > i A — ZEE N RER I P T A2 RGE 2 AR
FREPEROIRT - BFA IR A » WS INLER AR mERFHGK
W FEREREROL % - CAARRBAWE AL — R -

(L)t FREE_E BB T BT

O ES

78 1970 AEAINIL W Bt R /5 e 2 Jack Winter, Inc. v. Koratron Co. %22
o BB - Rt NMELEAG B A AN EE B A > FEfRR
FH BRI Al I B i R e B LUE T E A AR - BO AN EERA — e A
FrtEgiEIFT R o Ebi s HEam AR » ARSI e NSk
FHEA S EEAS AP 2 ST - APes |F 7T EHARES 112 fiRATZEik
JERTERY ~ FEREMEREN » BEAEA SRR E - DR

32 Jack Winter, Inc. v. Koratron Co., 50 FR.D 225 (N.D. Cal. 1970).
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HEhE o PSR SR B AR B SR T R B T R A 35
B HEEEEIEe A S SRS AR A0 - I - B E MR
T N BRI B AT o SR T B R TR
WHEOER, - R OENN — 255 R REFTL JE IE  HE B VSR « 3
Bt RIS > SRR T A B R TR A, - BRI AT 4>
FEE SRR - WASE TR AR E I REE A
HHE A SRR ) o DR > SPRALAEZ A - SRRy 7 HZeaE A Bl
B R s e

O e

15 1980 4EHF R I HY /i H:0E.2 Knogo Corp. v. United States™%
F ol S B RV B MR T 5 - EVR R I e
Hi o HEbidor - ZEE A2 20E (intention) B[S AT — 5 A\ EEREFT S
KBRS B N BRAEAA R R A AR G E
B IR - S E A EENE  EEE O
BRI b S P e — 2R R - DA S AR R S
FIERIFL R T (HE R SRR R B2 A
AR I FIT B S0 S A B 0 - S0 - T AR B e
FEHAHAE SRR - HA RS AR IR - (E5 ol sk Bl L5 S il 3
HHATHATEE & NS0 (RS IR T - OB S B0 - RS M
SAEMBENM TET, b (EAREEREE A TEE, ¥ e
o BB R EE AN SENE 2 ET — REE A
et s (BT EE Y R EBEA S EART - WHET M EHEAL
B o A R R

33
34
35
36

Id. at 228.

Knogo Corp. v. United States, 213 U.S.P.Q. 936 (Ct. Cl. 1980).
Id. at 939.

Id.
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BEiEBE s G o JRBERT S i Sk be A Sperry v. Florida ZEHAiznT
Z HEERE — 2 AR EAERMC ET > A FEARENEE - AT
BIE o AR — ZRE RS LU o ZRE A E T TSR A
R EEANS > SRS EMrEsiiE &S FUERTR
EOREEERC B FEEE RS > AR - B NRRE
FIT e 5358 0 AE 1992 AEHINALEERFIH /2 Advanced Cardiovascular
Sys. v. CR. Bard, Inc.*®428il 1993 42 ¥ 5 7 2 il 1] o8 68 Bt St 7 s Bt o2
Laitram Corp. v. Hewlett-Packard Co.¥ %%zt » 24552 JRERE] Knogo Z2AH ]
2 G o

()Wt - FRIEBE T 7%

1F 2000 FEHFLKGE FEFZERBE 2 In re Spalding Sports Worldwide, Inc.*0ex
MU HERRAAZ T w5 kb i iR #aEE < 5% (motion to compel ) >
DA SRl S B2 B R Rz 38 BHAC 8% (invention record) - 55 F5k
ACSHAE RN - R Z BT — ZEE R LR - Wl 5 kbe 2 A
ZE (magistrate judge) HIVE T4 5 2 iR - BoE RS ERR R
B -

JEE R B AR 0 Al R I K B RRERE T EEIT B ary (writ of
mandamus)  drl I A A REH G IR EIEE o SRR o B 25
FOSFREGEFE SR EN > NECHBEIFACEREE B A REEM > G KB
FEOH TR 2 R 0 WA BT R F a2 il o TSR —
Tt NEFHE S (R - i H R > BSOS R ER S 2 5
MZES » NEEBRERHERNZR B G UFERAT—Re AR st

37
38
39
40
41

Go, supra note 17, at 623.

Advanced Cardiovascular Sys., Inc. v. C.R. Bard, Inc., 144 FR.D. 372 (N.D. Cal. 1992).
Laitram Corp. v. Hewlett-Packard Co., 827 F. Supp. 1242 (E.D. La. 1993).

In re Spalding Sports Worldwide, Inc., 203 F.3d 800 (Fed. Cir. 2000).

Id. at 802.
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B 2% B 40 55 (5 R AR B A A o IO T 42 » BB S e 38 ( prior
art) FIES M RENILABEE - BRI R SB35y - BORIBHLE AR -
R BRI IR - BRI S 2 S AC SRR SRR A 2 2
FIEHSEO TR - U TR T 2 ) TR - SRR S I D
BRI B - AT IR B S  PUTEE B B A A
ERTHFMES B - 2RSS - —EEA T EBCE » ERHET
SUEERS TRINEEEEY B, o MRk MR o HERR
5% T TR MRS R ~ IR s R b 2 B H 6 - T
LRI » %3 DIAC SREIRE R 2 R T — 256 R MBI T B ™ -

Bei% o B S35k 1T AR S R ITE A S IR S R B %
B ERRIIZET - SR ISR MR A A - S SRR L A LA e
SRR R AR - ASELL R SR B A AR S Rl I A T A -
AR AR A RS TR B B AR I 2R, HL R RETf )
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42 \d. at 805,
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Id. at 806.
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2™ o IR o R A —(EBERT - P T T B A R R o R — 2%
SRR » SRR PSR > DU B (R A BT AR
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B WEBRERERE BIIRE - B SRR BERCE M
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44
45

UPCHURCH, supra note 20, § 13:15.

35 U.S.C. 88 31-33. 4 31L& 2 1999 4= 11 A 29 A& %Mk » 7 448 A
BN BB HN R REAZTE RS E ALK - £ 4 Pub. L. 106-113, Div.
B, § 1000(a)(9) [Title IV, § 4715(b)], Nov. 29, 1999, 113 Stat. 1536, 1501A-580 -
UPCHURCH, supra note 20, § 13:16.

Duplan Corp. v. Deering Milliken, Inc., 397 F. Supp. 1146 (D.S.C. 1975).

46
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48
49

Id. at 1169-70.
Id. at 1170.
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F kA United States v. United Shoe Mach. Corp. 32 rh i 17 72 il — Z25F
NEHEES » FERa g - IIZSE R 85 S NER

SRR B B HSER T o A5 R A B BRI A T 5 20 R A — e 1T R e A
0|4, at 1171
51

Detection Systems, Inc. v. Pittway Corp., 96 F.R.D. 152 (W.D.N.Y. 1982).
Santrade, Ltd. v. General Elec. Co., 150 FR.D. 539 (E.D.N.C. 1993).

Status Time Corp. v. Sharp Electronics Corp., 95 FR.D. 27 (S.D.N.Y. 1982).
United States v. United Shoe Mach. Corp., 89 F. Supp. 357 (D. Mass. 1950).

52
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55
56
57
58
59
60

See Satus Time Corp., 95 FR.D. at 32.

Id. at 33.

Quantum Corp. v. Western Digital Corp., 15 U.S.P.Q.2d 1062 (N.D. Cal. 1990).
Id. at 1063-64.

Hercules Inc. v. Exxon Corp., 434 F. Supp. 136 (D. Del. 1977).

Id. at 146.
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62

Cuno, Inc. v. Pall Corp., 121 F.R.D. 198 (E.D.N.Y. 1988).
Id. at 204.
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v EBERIEROR B E IR « IERX MR - RIS ks Tl ez RS

83 Choat v. Rome Industries, Inc., 462 F. Supp. 728 (N.D. Ga. 1978).

Id. at 732.

Detection Systems, Inc. v. Pittway Corp., 96 F.R.D. 152 (W.D.N.Y. 1982).

Id. at 155.

Union Carbide Corp. v. Dow Chemical Co., 619 F. Supp. 1036 (D. Del. 1985).
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54 0 #E 1988 AR INBEES /7 iR 2 Oak Industries v. Zenith

68
69
70
71

Id. at 1038.

Id. at 1050-51.

Id. at 1051.

Willemijn Houdstermaatschaapij BV v. Apollo Computer Inc., 707 F. Supp. 1429 (D. Del.
1989).

Id. at 1432.

Id. at 1442-43.
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74
75
76
7

Oak Industries v. Zenith Electronics Corp., 687 F.Supp. 369 (N.D. Il. 1988).
Id. at 370-71.

Id. at 374.

Id. at 374-75.
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s Atkins, supra note 3, at 240.
79

ERIC M. DOBRUSIN & KATHERINE E. WHITE, INTELLECTUAL PROPERTY LITIGATION —
PRETRIAL PRACTICE § 10:08 (2000).
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80 UPCHURCH, supra note 20, § 13:12.
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81 DoBRUSIN & WHITE, supra note 79, 8§ 10:08.
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BLACK’SLAw DICTIONARY, supra note 1, at 1575.
DOBRUSIN & WHITE, supra note 79, § 10:10.
84 UPCHURCH, supra note 20, § 13:19.
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8 Mushroom Associates v. Monterey Mushrooms, Inc., 24 U.SPQ.2d 1767 (N.D. Cal.

1992).
5 1d. at 1170-71.
87 EMT Corp. Inc. v. Nissei ASB Co., 24 U.S.PQ.2d 1073 (N.D. Ga. 1992).
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Id. at 1074.

Board of Trustees of Leland Stanford Jr. University v. Coulter Corp., 4 U.S.P.Q.2d 1652
(S.D. Fla. 1987).

Id. at 1653.

Id. at 1653-54.

Thorn Emi North America, Inc. v. Micron Technology, Inc., 837 F.Supp. 616 (D. Del.
1993).

Id. at 621.
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Id. at 622.
UPCHURCH, supra note 20, § 13:19.
DoBRUSIN & WHITE, supra note 79, 8§ 10:10.



IHEE EFREANFRPHN TEG-RASH B2 T TEREB A 2FH 143

D M TAERCRER M T T IR R A H e SRRl AT R
TEZ2F: > NS TAERCRER M 2B FHRTEE » /o E AT THIIBIRRAAR AT YE
L FEBR LM - 2RI > A0S HHRFIRZ BISMEDL T » BBt 5 kb B TR
SMRRENESS > 155 B BHAREVIGR PN EANRE ARG REE
B5 o HELRRER s s A - BB A O EARE A RAE R LA AT
PE ~ BOBEEHE T BT GEITIBEATE DL N o BISMBE D — Rt AN
SR A RGO - s SRR A== - A
FIREREBIR AR Z AR A S M B RR AL « EHER R Tt = B R R TH
N IR TR BE TR ER A 2T > DI R R R AR
o EERRTAT SR 2 3 - HE B BISMATERITEIE - Jhe Bt BB Fr
R S > H MBS i e A e Bl ERi e IR - (R
MR R PITR - #CE RS L A R EIERE - BSOS E AT — &
AC NFARESC AR R ER RAE M CAORGE - Tl 25 B s 7 iR e T s Z RE LT
JE o HERTRRRS A T IR R B MATE S - MR T —
SR R o KL - SRR R B IR A E SR FRER @ - hME
o=t -

EBE N
—— Ity
RN EZFE
DoOBRUSIN, ERIC M. & WHITE, KATHERINE E., INTELLECTUAL PROPERTY LITIGATION—
PRETRIAL PRACTICE (2000).
GARNER, BRYAN A., BLACK’SLAW DICTIONARY (7th ed. 1999).

UPCHURCH, GREGORY E., INTELLECTUAL PROPERTY LITIGATION GUIDE (2003).
WIGMORE, EVIDENCE (McNaughton rev. 1961).



144 FHEcEE % 2% 1M

—— =A

ERE

Atkins, William P., Attorney-Client Privilege and the Work Product Doctrine in Patent
Litigation, in PATENT LITIGATION STRATEGIES HANDBOOK 234 (Barry L. Grossman &
Gary M. Hoffman ed., 2000).

Go, James Y ., Patent Attorneys And The Attorney-Client Privilege, 35 SANTA CLARA L. REv.
611 (1995).

2=l

Advanced Cardiovascular Sys., Inc. v. C.R. Bard, Inc., 144 F.R.D. 372 (N.D. Cal. 1992).

Board of Trustees of Leland Stanford Jr. University v. Coulter Corp., 4 U.S.P.Q.2d 1652 (S.D.
Fla. 1987).

Burlington Indus. v. Exxon Corp., 65 F.R.D. 26, 43 (D. Md. 1974).

Choat v. Rome Industries, Inc., 462 F.Supp. 728 (N.D. Ga. 1978).

Cuno, Inc. v. Pall Corp., 121 F.R.D. 198 (E.D.N.Y. 1988).

Detection Systems, Inc. v. Pittway Corp., 96 F.R.D. 152 (W.D.N.Y. 1982).

Duplan Corp. v. Deering Milliken, Inc., 397 F. Supp. 1146 (D.S.C. 1974).

FMT Corp. Inc. v. Nissei ASB Co., 24 U.S.P.Q.2d 1073 (N.D. Ga. 1992).

Hercules Inc. v. Exxon Corp., 434 F. Supp. 136 (D. Del. 1977).

Hickman v. Taylor, 329 U.S. 495 (1947).

In re Spalding Sports Worldwide, Inc., 203 F.3d 800 (Fed. Cir. 2000).

Jack Winter, Inc. v. Koratron Co., 50 F.R.D 225 (N.D. Cal. 1970).

Knogo Corp. v. United States, 213 U.S.P.Q. 936 (Ct. CI. 1980).

Laitram Corp. v. Hewlett-Packard Co., 827 F. Supp. 1242 (E.D. La. 1993).

Mushroom Associates v. Monterey Mushrooms, Inc., 24 U.S.P.Q.2d 1767 (N.D. Cal. 1992).

Oak Industries v. Zenith Electronics Corp., 687 F. Supp. 369 (N.D. Ill. 1988).

Quantum Corp. v. Western Digital Corp., 15 U.S.P.Q.2d 1062 (N.D. Cal. 1990).

Santrade, Ltd. v. General Elec. Co., 150 F.R.D. 539 (E.D.N.C. 1993).

Sperry v. Florida, 373 U.S. 379 (1967).

Status Time Corp. v. Sharp Electronics Corp., 95 F.R.D. 27 ( S.D.N.Y. 1982).

Thorn Emi North America, Inc. v. Micron Technology, Inc., 837 F.Supp. 616 (D. Del. 1993).



I ARIAVFRTHEN TR -RASE T ThRRB R 2 EH 145

Union Carbide Corp. v. Dow Chemical Co., 619 F.Supp. 1036 (D. Del. 1985).

United States v. United Shoe Mach. Corp., 89 F. Supp. 357 (D. Mass. 1950).

Upjohn Co. v. U.S,, 449 U.S. 383 (1981).

Willemijn Houdstermaatschaapij BV v. Apollo Computer Inc., 707 F.Supp. 1429 (D. Del.
1989).

Zenith Radio Corp. v. Radio Corp. of America, 121 F. Supp. 792 (D. Del. 1954).



