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The Patentable Subject Matter of Business
Method Patents: An Analysis from a
Perspective on Comparative Law

Yuh-Cherng Jyi
Abstract

This thesis first in Chapter Il defines and identifies business method software
under modern computer software architecture so as to form the foundation on
which the patentable subject matter of business method software can be further
analyzed. In Chapter I1l follows an overview of how patenting business method
software impacts on industry and patent examination practice. Chapter 1V ana-
lyzes whether business method software qualifies as patentable subject matter
from a perspective on comparative legal research in American laws, Japanese laws
and the European Patent Convention, and explicates that most of the business
method patents granted are unqualified under the interpretation of current ROC
Patent Law; this Chapter also reviews the “Examination Guidelines for Computer-
Related Software Inventions” promulgated by the Intellectual Property Office
from a different perspective and illustrates thereof with a business method patent
granted by the Intellectual Property Office. Chapter V concludes this article by
offering personal opinions on business method patent and proposing the direction
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for future patent protection.

Keywords: business method patent, patentable subject matter, tech-
nology, natural law, examination guidelines
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r[ﬁ[ﬁ “% (Internet) $Li% > fE 1960 = [NEIFEHIZ S o IERAYE FI?
’{;ﬁﬁb NE I Fi:w [E:;zfgﬂﬁ[s ﬂ\ﬁm p J“}jﬁ,ﬁ@ﬁ [‘{JgJIHL[gF»;FéF FIJ§:4 FF?
e RN N IS s }[Jﬁﬁ‘iﬂfi AL PLAVRRH T SR
B TSR | J*ﬂH@l"ﬁt“ i 2 IR B |
i o DISCBER ] > SCB LA E B [ AR yaﬁ%ﬁ*lﬁi“ |V
i BISEET | G R Fﬁﬁ”ﬂi’ TR P ?@Ejﬂhﬁ\%’ FBE e
JHF[J IV 1 JE"’FVL ﬂ""rf“i ¥ iL__Fg?H % ( United States Courts of
Appeals for the Federal Circuit) #1998 =* 7 E| 23 | I State Street Bank &Trust
Co. v. Signature Financial Group, Inc.iii"[/i’“lﬁ%lf[l ; I?dtﬁ ,\F;IQ*?:IEQEEJFETF”T
H 8 t’f/‘ TE R ?E'F]U R VRIS —L[/g’gFIFJ%J;
Flifgfio - 20 rﬁﬁﬂi PR R - 7o 453 w ES e
e SrUE R E T R TR SR E BN (S
a%w%ﬁ%wﬁ%’a£Mﬁquﬁiﬁﬁqp*o@m%wﬁmﬁﬁ
MR AR CE IR SE SN R e e Py
=3 ]:ESHJJ HiF%4 (Patent and Trademark Office ) ﬁl[ﬂ N> ﬁ%@ijl"jf HIF|| 5
( European Patent Office ) EIFIJHH;ET RN IEJZ}Z o
B FYEIHETE TE‘F*[ Vi ﬂ |1.u > IR fLiE > fET L S F[‘Ef
FIRED I RE s o o F ST VB L - Y3 i e
PRV - BPRIRRTE Y FIRORY L P VY
A IV 1Y AR L RIS B A AR

State Street Bank & Trust Co. v. Signature Fin. Group, Inc., 149 F.3d 1368 (Fed. Cir, 1998);

cert. denied, 119 S. Ct. 851 (1999).

FHELER P AEFEMEL ERMAT 2000 £ 6 7 3T p AL TR TSR Z
i ¢ R2F 3 4F4 : Report on Comparative Study Carried Out under Trilateral Project
B3b, Trilateral Technical Meeting, Tokyo (June 14-16 2000) -
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(client-server architecture) - {5 }Hﬁf«?ﬁ’—mi’ﬁm £ J‘Flﬁ.ﬁf«_i‘“:t— &‘Flﬁ A= HJF]ﬁ
(g‘/%zﬁt’%ﬁ**‘* H I R IEI RIER] o A IEE ?F“ a
EARlE S A Jffu (P72 £ b/rd) *Eﬂéﬁé"r]: [/lﬂgﬂ‘ ’ '&# LRE:
P > TR TRl Vl‘ﬁwz & &2‘&‘ Va\?FFA lﬁl[ﬂ‘ﬁ B> “ ’ Iﬁ'y s
TR R A B S *‘*’Iﬁ' &ﬁ“ 77 '[/E'F'J o PFE ST OPIRVE
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PV BRI, - 52 5 S g VR TR A - R S -
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AT ERA T LA NUg SR E%Iﬁﬁm (presentation manager ) 5" ~ B
T (presentatlon logic) MG ~ | %4E (application logic) fi5 Fpﬁfmg
& (business logic) 55t ~ R[4 (database logic) 5L ~ 'E}yie‘[@@
H17- (database manager ) U » E G BEEEGE 2 o cpfﬁﬁffiﬁ[‘p I 4
Hll Cbusiness rules) ”ﬂifﬂflﬁﬁtﬂﬁﬂ (IR~ S AT~ 4B

—

= #K4% = & : Microsoft ~ Computer Associate ~ Oracle » 3202 5 £ /% ki &7
ARZ AR
Amazon 2 ¥ %z % 5960411 %% 4| : Method and System for Placing a Purchase
Order via a Communications Network » ¥ 5 Client-Server 2_ 2¢ f; P E SRR
¢ Detailed Description of the Invention p z_ 45 it © “The present invention provides a
method and system for single-action ordering of items in a client/server environment.”}*
RS VL ) S S VRS S SRS, X
See DOLF ZANTINGE & PIETER ADRIAANS, MANAGING CLIENT/SERVER 43 (1996).
Id. at 50.
)4 Oracle ~ Sybase ~ Informix ~ MS SQL % -
See ZANTINGE & ADRIAANS, supra note 5, at 51.
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ARV =D R P PR R 125 2 IR 12 A A

o See Claus D. Melarti, State Street Bank & Trust Co. v. Signature Financial Group, Inc.:

Ought the Mathematical Exceptions Return to Business as Usual?, 6 J. INTELL. PROP. L.
359, 389 (1999).
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11 See Rochelle Cooper Dreyfuss, Are Business Patents Bad For Business?, 16 COMPUTER &

HIGH TECH. L.J. 263, 269 (2000); William D. Wiese, Death of a Myth: The Patenting of
Internet Business Models After State Street Bank, 4 MARG. INTELL. PROP. L. REV. 17, 41
(2000); Leo J. Raskind, The Bad Business of Unlimited Patent Protection for Method of
Doing Business, 10 FORDHAM I.P. MEDIA & ENT. L.J. 61 (1999) ; Patent Wars,
ECONOMIST, Apr. 8, 2000, at 82.

12 See Dreyfuss, supra note 11, at 270 ; Wiese, supra note 11, at 44 ; Jared Earl Grusd,
Internet Business Methods: What Role Does and Should Patent Law Play?, 4 VA. J.L. &
TECH. 9 171 (1999).

13 See Dreyfuss, supra note 11, at 268.

14 See Patent Wars, supra note 11.
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See Dreyfuss, supra note 11, at 270.

See <http://www.uspto.gov/web/offices/com/sol/actionplan.html>.

See <http://www.uspto.gov/web/menu/busmethp/index.html>.

See Formulating and Communicating Rejections Under 35 U.S.C. 103 for Applications
Directed to Computer-Related Business Method Inventions. <http://www.uspto.gov/web/
menu/busmethp/busmeth103rej.htm>
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See Melarti, supra note 9, 387-389.

See Jacob Razem, Business Methods Patent Protection for New Ways to do Business and
the Effect on Financial Institutions, 4 N.C. BANKING INST. 521, 543 (2000); Chad King,
Abort, Retry, Fail: Protection for Software-Related Inventions in the Wake of State Street
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Sari Gabay, The Patentability of Electronic Commerce Business Systems in the Aftermath
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60 FELERT AN ER F A% 7 3 “application of science and engineering to
the development of machines and procedures in order to enhance or improve human
conditions, or at least to improve human efficiency in some respect.”

ol “the practical application of knowledge especially in a particular area: engineering.”

62 “the practical application of science and mathematics by which the matter and the sources

63 of energy in nature are made useful to people.”

“science: knowledge or a system of knowledge covering general truths or the operation of
general of laws especially as obtained and tested through scientific method. Scientific
method: principles and procedures for the systematic pursuit of knowledge involving the
recognition and formulation of a problem, the collection of data through observation and
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