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The Preliminary Showing on the
Factors of Preliminary Injunction
in Trademark Infringement Cases

—Focusing on American Law after
the eBay Case and Taiwan Court
Decisions

Jr-Da Fan

Abstract

In eBay v. MercExchange (2006), the U.S. Supreme Court held that courts
must apply the traditional four-factor test for injunctive relief in every case. These
“principles of equity” required courts to employ the traditional four-factor test un-
der which the plaintiff must demonstrate (1) a likelihood of success of the merits;
(2) the existence of irreparable harm; (3) that the balance of hardships tilts in favor
of injunctive relief; and (4) that granting an injunction would not harm the public
interest. But when assessing whether a particular instance of trademark infringe-
ment resulted in “irreparable harm” U.S. federal courts almost uniformly presumed

such irreparable harm upon a finding of likelihood of confusion. In fact, the eBay
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rules should not be used to eviscerate the normal presumption of irreparable harm
that attaches upon a showing of liability in trademark cases. In our country when
granting or denying preliminary injunction of trademark infringement cases, the
plaintiff often provides a preliminary showing with regard to the existence of legal
relation and trademark infringement documentary evidence, not actively providing
the existence of irreparable harm, that the balance of hardships tilts in favor of
injunctive relief and that an injunction is in the public interest. The court reviewing
an application for preliminary injunction deliberates on the likelihood of success on
the merits as the most important consideration. Compared with patent and
copyright cases of the discretion of the preliminary injunction, the court mainly
deliberates on the likelihood of success and the existence of irreparable harm as the
most important factor. It is clear intellectual property cases, especially trademark
cases on the set of preliminary injunction claim, do not require the plaintiff to take
the burden of all factors of trial discretion in Taiwan. Because these harms to
producers and consumers stemming from a likelihood of consumer confusion are
not merely monetary in nature, they are reputational and difficult to quantify. The
plaintiff does not need to spend additional resources to prove that other factors

other than ““a likelihood of success on the merits”.

Keywords: Injunction, Trademark, Infringement, Irreparable Harm,
Goodwill
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P74 [ (AR LT £ et .
3.2.3 Abercrombie & Fitch Co. v. Moose Creek, Inc.
IR ri 4 =AM SR L 5T *]??FE\ o gy *%F o
2004 =+ T%B'zf Moose Creek * Vi ISR i Abercrombie & Fitch * ﬂ | A
(= @??F: » = %PLF,]EI b1/ T Silhouette Moose LogoJ FF§ feree ?B'z NN
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7 Lorillard Tobacco Co. v. Amouri’s Grand Foods, Inc., 453 F.3d 377, 380-83 (6th Cir. 2006).
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48

AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341 (9th Cir. 1979).

49 Abercrombie & Fitch Co. v. Moose Creek, Inc., 486 F.3d 629, 633, 637-38 (9th Cir. 2007).
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3.2.5 Marlyn Nutraceuticals, Inc. v. Mucos Pharma GmbH

& Co.

A REL Y R ’f# ’ f[ [ 2 BLPERR ¥ mf# " Wobenzym | [V 4i
& EFIE rﬁDB«I n rJMucos Pharma GmbH & Co.Fvif{3g 78'”’;% o Karl Rans-
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F[J&%‘\ES“EJJ ’ET%?;?F@E i+ T Wobenzym | fﬁi[’ﬁiﬁljﬁ[llj/"«'z?ﬁ o FE-1991 &F = 2006

0 Paulsson Geophysical Servs., Inc. v. Sigmar, 529 F.3d 303, 312-13 (5th Cir. 2008).
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[ [ﬂ'fg}ﬂ%’ (likely to suffer irreparable harm in the absence of preliminary
relief) - ﬂ;ﬂfé'l leﬁﬁﬁ%ﬁ&ﬁ*‘iﬁi (balance of equities)  **H F|zx# E! (an in-
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fﬁ\'f@ﬁ—fﬁ#{ﬁ?ﬁf Mucos -+ fil [/F?@lp,’?&/fﬁii’? VT o dei"j (NS [U&HEJFI J
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EJ%’&#E‘W%% (irreparable injury may be presumed from a showing of likeli-
hood of success on the merits) 1| ELEY 3 R SESURL Fli'“é ¢§j(’q,$|%;l/p*
ﬁ@’ﬂfpﬂ%# “*Tﬁw@y@ﬁorﬁ B IR IR
Lgae | %UE%%EBE&T P E R ﬁﬁ‘fﬁ“‘ﬂiﬁ B?EW}BEJFJW?W?J g ?Uﬁijﬁﬂ

\_,., iyl l_l )—% ; ‘1\'£}5J|:51

3.3 ﬁ*ﬁn nHH

6T eBay %> 2H (most) ?ﬂ%iﬁi‘gﬁﬂ@“% (AR (bl {Hk
poftE o A9 5 Etﬁﬁfﬂ EEaler i M5 (categorical rules) 225 ]
ﬁlaﬁ'%"?‘ﬂ [RhA 5 EBPRY Tf[ﬂ?ﬁij i Hrgjgjip PR e R o 1
Ut eBay % 'Qﬂ’%“@k’%’ =5 SN T A [H'@JEJ:’?, YIEE > eBay
A SREEG T T [HI(Q?FJFlJ/}‘&Lfgiiajﬁi'ﬁrlzlu‘l—ﬁﬂj o X BT -
%?i [ FUE| Ty g lﬁ?@:ﬂ( (% Abercrombie & Fitch Co. %% Marlyn Nutraceuticals,
Inciiifll%gjiﬁ“ TR VS R R eBay RV LE  pAgE - 5Y
4 Ff}%ﬁf[ﬁﬂf‘ it Lorillard Tobacco Co. %’ HI%“I r ’S[L[[IEII’FWFE];J@FK/T *‘
PRV VB L R R e VAR S S B T
[l TRV TEJH e By Ll[”.‘f%?iﬁ BEH7+ Paulsson Geophysical Services, Inc. %’

1 Marlyn Nutraceuticals, Inc. v. Mucos Pharma GmbH & Co., 571 F.3d 873, 877-78 (9th Cir.

2009).
See David H. Bernstein & Andrew Gilden, No Trolls Barred: Trademark Injunctions After
Ebay, 99 TRADEMARK REP. 1037, 1046 (2009).
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Id. at 1047.
N. Am. Med. Corp., 522 F.3d 1211 at 1228.
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%5 See Bernstein & Gilden, supra note 52, at 1049.
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See J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITON §
25:69 (4th ed. 2012).

SAMF A REREHEBREBIEARE FARETFATHFRER > ZEH T
Bl 2 RS ES R ESHRATA LRI 0 B 54 (2009) -

MR PA o BARikd 0 B 178 (2012) -
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