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Definiteness of Means/Steps-Plus-
Function Clams—A Cases Study of
Taiwan’s Courts Decisions

Jung-Kuang Kuo , Wan-Tsui Chiang**

Abstract

Article 19(4) of Taiwan’s Enforcement Rules of the Patent Act permits means-
plus-function and steps-plus-function claims. However, without reciting the struc-
ture, material or acts performing the claimed function, claims may face challenges
about the definiteness requirement. One of the related debates is whether the speci-
fication should recite the corresponding structure, material or acts of the claimed
function. This issue has been brought up both in Taiwan and U.S. jurisdictions.
This study compares Taiwan court decisions with the U.S. decisions which touch
on the definiteness of means-plus-function and steps-plus-function claims. We find
that while the U.S. courts require that the specification has to recite the correspond-
ing structure, material or acts of means-plus-function and steps-plus-function
claims to satisfy the definiteness requirement, Taiwan courts do not adopt the same

standard. This study argues that by requiring specifications disclose the corre-

LL.M. candidate, National Chiao Tung University School of Law; LL.B., College of Law,
National Taipei University.

Assistant Professor, National Chiao Tung University School of Law; S.J.D., Indiana Uni-
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sponding structure, material or acts implementing claimed function to satisfy the
definiteness requirement, the standard made by U.S. court decisions limits the
metes and bounds of means-plus-function and steps-plus-function claims to a more
reasonable extent in order to prevent the abuse of functional claims. This study fur-
ther suggests that Taiwan’s legislative and judicial branches of the government
should adopt the same standard to prevent future definiteness disputes. Addition-
ally, this study contends that means-plus-function can be used for device claims
while steps-plus-function can be used for method claims. Due to this distinction,
this study concludes that the corresponding disclosure of means-plus-function
claims in the specification should be structures or materials which have concrete
forms, while the corresponding disclosure of steps-plus-function claims in the

specification should be acts which should have no concrete forms.

Keywords: Means-plus-function, Steps-plus-function, Functional Claim,
Definiteness, Full Disclosure
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MUELLER, supra note 1, at 78.

1d. at 78-79.

Id. at 82. 35 U.S.C.A. § 112 (2012):

(a) IN GENERAL.—The specification shall contain a written description of the invention,
and of the manner and process of making and using it, in such full, clear, concise, and exact



98 FHZHEFH 1252

Y 112 fR3Y(b)- Fﬁﬁjﬂﬁ[mﬁﬁ e SR FIFY R ) B - RS
P B g e fﬁrﬂ "EEH AR (PHOSITA) #57 1 po 2 gl e 0 o gt
PHOSITA 3 » r,%ﬁifﬁiéﬂﬂfﬁ;é% PR i o 1) S A
1€ (The U.S. Court of Appeals for the Federal Circuit, CAFC) - FRIVAi L Er

terms as to enable any person skilled in the art to which it pertains, or with which it is most
nearly connected, to make and use the same, and shall set forth the best mode contemplated
by the inventor or joint inventor of carrying out the invention.

(b) CONCLUSION.—The specification shall conclude with one or more claims particu-
larly pointing out and distinctly claiming the subject matter which the inventor or a joint
inventor regards as the invention.

(c) FORM.—A claim may be written in independent or, if the nature of the case admits, in
dependent or multiple dependent form.

(d) REFERENCE IN DEPENDENT FORMS.—Subject to subsection (e), a claim in de-
pendent form shall contain a reference to a claim previously set forth and then specify a fur-
ther limitation of the subject matter claimed. A claim in dependent form shall be construed
to incorporate by reference all the limitations of the claim to which it refers.

() REFERENCE IN MULTIPLE DEPENDENT FORM.—A claim in multiple dependent
form shall contain a reference, in the alternative only, to more than one claim previously set
forth and then specify a further limitation of the subject matter claimed. A multiple depend-
ent claim shall not serve as a basis for any other multiple dependent claim. A multiple de-
pendent claim shall be construed to incorporate by reference all the limitations of the par-
ticular claim in relation to which it is being considered.

(f) ELEMENT IN CLAIM FOR A COMBINATION.—An element in a claim for a combi-
nation may be expressed as a means or step for performing a specified function without the
recital of structure, material, or acts in support thereof, and such claim shall be construed to
cover the corresponding structure, material, or acts described in the specification and
equivalents thereof.

Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2124 (2014); General Elec. Co. v.
Wabash Appliance Corp., 304 U.S. 364, 371 (1938); Solomon v. Kimberly-Clark Corp.,
216 F.3d 1372, 1373 (Fed. Cir. 2000); Orthokinetics, Inc. v. Safety Travel Chairs, Inc., 806
F.2d 1565,1576 (Fed. Cir. 1986).
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Sanjeev K. Mahanta, Indefiniteness, 54 IDEA 479, 481-82 (2014).

Exxon Research & Eng’g Co. v. U.S., 265 F.3d 1371, 1375 (Fed. Cir. 2001).
Nautilus, Inc., 134 S. Ct. at 2130.

Id. at 2128-29.

Id.
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David L. Schwartz, Retroactivity at the Federal Circuit, 89 IND. L.J. 1548, 1558-59 (2014).
Mark A. Lemley, Software Patents and the Return of Functional Claiming, 2013 Wis. L.

REV. 905, 912 (2013).

0

51 MUELLER, supra note 1, at 101.

52 Lemley, supra note 49, at 912.
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U.S. Patent No. 821, 393 claim 7 (filed Mar. 23, 1903).
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Mark A. Lemley, The Myth of the Sole Inventor, 110 MICH. L. REV. 709, 711-26 (2012).
O’Reilly v. Morse, 56 U.S. 62 (1853).

MARTIN J. ADELMAN, RANDALL R. RADER & JOHN R. THOMAS, CASES AND MATERIALS ON
PATENT LAW 487 (3d ed. 2003).

O Reilly, 56 U.S. at 112-13.

ADELMAN, supra note 56, at 488.

Halliburton Oil Well Cementing Co. v. Walker, 329 U.S. 1, 9 (1946).
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