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A New Insight on the Non-obviousness
of U.S. Patent Law: The Objective
Indicia Under the Same Conditions

Yi-Hsien Liu

Abstract

The test of obviousness has long been a problem which the courts and schol-
ars in U.S. are trying to resolve. This Article argues the objective indicia and the
timing of invention should have priority when considering nonobviousness, be-
cause these factors can demonstrate the conditions at the time the invention was
made and therefore fit the requirement of Section 103 of Patent Law. Hence, this
Acrticle tries to merge “Secondary Consideration” mentioned in Graham case by
Supreme Court with “the Timing Approach” raised by scholar, and argues if there
are objective evidences to prove that the person having ordinary skill in the art
faces the same conditions of invention, only the inventor can resolve the problem
successfully while others cannot, then the invention can be reasonably seen as
nonobvious. The most contribution of this research is overcoming problems of pre-
vious tests of nonobviousness, especially the hindsight problem which was still not
solved in KSR case.

Keywords: Obviousness, Hindsight Bias, Synergy Test, TSM Test,
Obvious-to-Try, Secondary Consideration, Patent, Empirical
Study
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B S EFRE 20 b oz dtRes 187

v. John Deere %*° - =y #Wi” /& SIS Jlﬂﬁikéﬁ 103 fRpviEr] > 2R
RLH e el S P L AR p JEHERLIFD Hotehkiss ij(‘féﬁ@ﬁﬁrii[ﬁ;’g}“ﬁ I
2 R S ot B auug&ggﬂ oA 4 0 Bl LT [
=3 »EJHFI’?F?HEH " Graham fi3k | (Graham factors) o EI[* 3kl - 2B S IEE
T BL I g 2 B o RS LA i Eae I (the scope and
content of the prior art) o — 4&ih JF;I iR ?*[J'%rgj! FINE 57 102 [EbrF A py
R S SRR ARE ST 108 R #rplwe® FHHIRLEY 102 [%57(a)
i V() R 5 SR RS0 | UES R RS PIEIEA (from
the same field of endeavor) F\/a:ﬁf”;ﬁﬂf k F&glﬁfﬁﬁ\uﬁ g%“‘ "ﬁ%’;l%l 3
(reasonably pertinent to the particular problem the inventor was trying to solve )
fY rﬁ'%%ii% (analogous arts) -} ﬁ’*?@z”\f * IR B Y ””19 o
ﬂ:frmi% 103 & F)’TifH_ui”E ﬂﬁ ﬁrwfﬁ‘:ﬁj@;?[f& kﬁ‘ R {[fﬁ‘ﬁ’?ﬂ
ﬁlrjﬁiﬁ Jitfrjjfiﬁr o 2.4 Ffﬁir‘%ﬂiz)@ﬁ PERE] 2 B (differences between the
prior art and the claims) - 3.7FEIF7;HirELEJ@‘c V@fmiirf‘a’fk{% (the level of ordi-
nary skill in the pertinent art) - ?:tﬂﬁ Hrrﬁﬁﬁﬂj‘ ) %T@J%éﬂﬁu[ﬂ
iﬂimﬁWkW%ﬁ%@?Qﬁﬁﬁmﬂiuﬁgﬂﬁ (3) e e
TR ORI R 5 @K PO ()7 (il oyt
OF I FIHPI7E -
$5 Graham Rkt |9t B pEE R IR b
('secondary consideration ) = & iy 1 [ - B o 3R PIRS Ry b pu Ry T
( commercial success of the invention) - @%i’ f%gﬂ?ﬁiﬁfﬁﬁﬁl ( satisfaction

15 Graham v. John Deere Co. of Kansas City, 383 U.S. 1, 1 (1966).
16
Id. at 3-4.
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