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Disputed Issues in Deciding the Validity of
Intellectual Property Right
— A Focus on Issue Preclusion

Kuo-Cheng Chen

Abstract

The new Intellectual Property Case Adjudication Act consists of civil, criminal
or administrative actions (three in one). While a party claims or defends that an
intellectual property right shall be cancelled or revoked in civil or criminal actions,
there are possibilities of contradictions and differences among decisions on the va-
lidity of intellectual property right where the court decides on the merit of the case.

Broadening effect of court holding on different litigation may offer solutions to
eliminate conflicts on court determinations of validity. Issue preclusion doctrine in
case law in America provides relative references to deal conflict of decisions on the
validity of intellectual property right.

According to the Article 33 of Intellectual Property Case Adjudication Act,
there are no limitations for a case to introduce the evidences those could be pre-
sented in a prior action on the same grounds for the cancellation or revocation of a
registered trademark or patent. It takes time to observe whether the goal could be
reached to prevent procedural delay by submitting repeatedly cancellation or revo-
cation action with the same evidences. However, claim preclusion doctrine in

America also shows some references for dealing that problem.
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This note tries to provide preliminary suggestions on disputing issue arose on
jurisdiction, conflicts of decisions on the validity of intellectual property right and
relative disputed issues of civil, criminal or administrative action for further study

and reference to IP practitioners.

Keywords: Intellectual Property Case Adjudication Act, Validity of In-
tellectual Property Right, Issue Preclusion, Claim Preclu-
sion
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Merits. Before or after beginning the hearing on a motion for a preliminary injunction, the
court may advance the trial on the merits and consolidate it with the hearing. Even when
consolidation is not ordered, evidence that is received on the motion and that would be ad-
missible at trial becomes part of the trial record and need not be repeated at trial. But the
court must preserve any party’s right to a jury trial.”). BiRAEBR 2442 43H 2 REAY
A~ B8 - FRFIE - HRBAMR 0 Patent Wars £ & B RR—F RERH AN > R
155-157 (2005) ; BEF > "HERALEHESHENEHFZBEIKE, A
Bk SHE 0 F 109 410 R 9-35 (2004) ;g P A T EAMATRATYEHREZ
By 0 BEALESHE F 588 > B 101-138 (2004) -

SRR BIEIR 9T £6 EFH 2376 SRHIAR - BREHKR 96 FEEFH 1782 5%~ %
2569 SRFIATNRMA 0 K FBBR AR RN TR EZRERA AT FALNFZ A
oA FREELE  E T —RERGF AR (BRA) %
BAE B iR TR o

Z2RREERITFELFE 2376 58 F1k - RHAKR 96 F6 EF5H 1782 3% ~ # 2569
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SRARBERIT FERTE A0 AR - RFHER 95 F 6 LFF 1154 SRFRIF A
PR F R BATH LAHR  MEARIARZI RS ER 73 F6LFF
NN KAGIEE RG> AT R HEkETE -
KRBAFHAZINBENH > FRBAKE THREGHBRI D, BRI AZHE B
51-88 (1994) s E9 %> "HhEGZIHS, > REFHFDFZHF (=) > B
135-191 (2002) ; SpBtsh > TG EFACHEMAT — AN L34 REMEFH
ZHEBMANXOATRGETER,  BFFEMER © R 26 (2002) -
HEMABEAR I FEREZLIFAESHRREAR  REESZELARE T AR 96 £
WhFH 33 RRFELFAEOTARTAFEN S EFAXNNEEREATO
OF Iz B EE > AN WAL 2R AEARFELAFAM —5FFT > RA
EREPF AR I FEPEFTE 2 RRFELFRADEL LHFARFLAFBEA —
Fwmz ERBRMZEFET > MK LEHRAMBASG ~ ROON ARG LR EFHHDETHL
IR FE > ARG AR T BEAERZETR  RRAD ARG/ EZ A B - ZH AR
R EREEGRER DT FEAFELRAZEA -

MR FHBHNRERDTHREAZIBAING  2RFEE > TFBHZEZAK
N—aHERBERNTAUFEESLEFE_ZORRAATREFEELFE _OANR
PR | > RBEEESW H 16 K% 380 F 225296 (2005) o Bkl S at
EEHBEFCHRTEFRTARAFRTERIFERER  RNEREFRDLEATF
FRATER  BEMFHHRZ M 2R ST AR 94 FEFFH 5 AR
EXREHL W~ (=) o

ABEFRHR R A 0 Al B3 KPR (Claim Preclusion) - A8 W& B X BLH 7
(Effects of Former Adjudication) ~ %4 2% & 3 B73& -
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45

FEEHER B AR 4 b XF& A% 2 R T (Collateral Estoppel ) © See James P. Bradley &
Kelly J. Kubasta, Issue Preclusion as Applied to Claim Interpretation, 10 TEX. INTELL. PROP.
L.J. 323, 324 (2002).

See id. at 327; Meiring de Villiers, Technological Risk and Issue Preclusion: A Legal and
Policy Critique, 9 CORNELL J.L. & PUB. POL’Y 523, 542 (2000).

Restatement of the Law—Judgments Restatement (Second) of Judgments Bf £ B /£ &
o XMEBEEERRGREBLERS > hd AR EEWHE (American Law In-
stitute) %88 > R RGF ERNERAMEILZFERA A EL > URBEFZIA -
B R BMAES B ARSI A o % R BLACK’S LAW DICTIONARY (6th ed. 1990)
# Bl Restatement of the Law #9380 - % & A RRAY » #4% &% KR8 ey 42478 —20006
£REAHFHD (—) > B 46 346 (2006) -

“When an issue of fact or law is actually litigated and determined by a valid and final judg-

46

47

48

ment, and the determination is essential to the judgment, the determination is conclusive in a
subsequent action between the parties, whether on the same or a different claim.” RESTATE-
MENT (SECOND) OF JUDGMENTS § 27 (1982).

See Jo Desha Lucas, The Direct and Collateral Estoppel Effects of Alternative Holdings, 50
U. CHI. L. REV. 701, 725 (1983); Bradley & Kubasta, supra note 45, at 325.

Parklane Hosiery Co. v. Shore, 439 U.S. 322 (1979). ##» £ B % (Issue Preclusion) e548
EHRAZFRMEIMRRAZERNG  FLRFEAE > AT4HE43 -
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o 05% o SERRGE FRREERE (CAFC) 1A 1982 4FjT » CAFC %l
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°1 In re Freeman, 30 F.3d. 1459 (Fed. Cir. 1994); A.B. Dick Co. v. Burroughs Corp., 713 F.2d
700 (Fed. Cir. 1983).

A% % (Reexamination) A5 HEMBAREAREFDESF - N BFEERFNBEN
Bk SRR ESEA > EARARTEREFNEZIAR  ERMBEMERER
9 > B 73-84 (2003) -

Villers, supra note 46; Bradley & Kubasta, supra note 45, at 327. See also Jonas McDavit,
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53

Putting the Cart Before the Horse: Obstacles to Using Issue Preclusion in a Post-Markman
World, 34 ATPLA Q.J. 45, 50 (2006).

M CAFC 2228 ~ 8 » 2 RE| M E% > AT48335 > A 51-65-

See McDavit, supra note 53, at 51.

RF Delaware, Inc. v. Pacific Keystone Technologies, Inc., 326 F.3d 1255 (Fed. Cir. 2003).
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57 Id. at 1261 (“(1) the issue at stake must be identical to the one involved in the prior litigation;
(2) the issue must have been actually litigated in the prior suit; (3) the determination of the
issue in the prior litigation must have been a critical and necessary part of the judgment in
that action; and (4) the party against whom the earlier decision is asserted must have had a
full and fair opportunity to litigate the issue in the earlier proceeding.”); Shell Petroleum, Inc.
v. U.S., 319 F.3d 1334 (Fed. Cir. 2003); Jet, Inc. v. Sewage Aeration Systems, 223 F.3d 1360
(Fed. Cir. 2000).

%8 Gee U.S. v. Utah Constr. & Mining Co., 384 U.S. 394, 422 (1966).

¥ panEl HEMAREFRFARAKINFEALAORE | o EBHH B
8#y - A 1-17 (2009) -
60
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44 ZXBELZENBEERFERSEERLBNEFEZ
FIER

LB HEAFFFEERR T RS (ex parte) A %5E (inter partes) f2
O o At AT = A BHE R ST 30 HIRFRTAT LIE
HHEETAIEE B, » 5 = A B SRR A S BT AR S ST - W (o) R S 2
75 NI 2 TS5 - s HEAT - SRR A RS =
ISR (PTO) & FE s Yo AR LA R FsE a e
(the Board of Patent Appeals and Interferences ) FfliH » NIREZEZE W ZIRE
A ERABRE_ B o A RS R AT 0 5= A A
BRI & BT AT 4 BOR 1 - PRI - s a e
F?I%%fi’\@ﬂﬁi&'lﬁzﬁﬂ%ﬁﬂﬂﬁ%ﬂﬁ@EIJZ%EFH ‘

FYEEHEERFZH AR OB SR A s F
Bl A A ﬂ%ﬁm RS = AT Hk R
SRR P EL A BOETE o SRR R P - AT SR R 2
B AR ) R S P R B R T2 B A S PR R ™ LS5

! See generally Steven E. Lipman, Patent Reexamination Fundamentals, 908 PLI/PAT 9
(2007).

2 37CER. § 1.947

3 35 U.S.C. §§ 141, 315, as amended by 21st Century Department of Justice Authorization Act
of 2002, Pub. L. No. 107-273, § 13106, 116 Stat. 1900 (Nov. 2, 2002); 37 C.F.R. § 1.983;
USPTO Report to Congress on Inter Partes Reexamination, available at http://www.uspto.
gov/web/offices/dcom/olia/reports/reexam_report.htm (last visited Feb. 7, 2009).

35 US.C. § 315(c). Ri > sbIBAME AMAEZE © (“This subsection does not prevent

the assertion of invalidity based on newly discovered prior art unavailable to the third-party

64

requester and the Patent and Trademark Office at the time of the inter partes reexamination
proceedings.”) -

65 ,
See U.S. PATENT & TRADEMARK OFFICE, U.S. DEP’T OF COMMERCE, MANUAL OF PATENT

EXAMINING PROCEDURE § 2242(IIT)(C) (8th ed., 6th Rev. 2007) [hereinafter MPEP] (“C. Fi-
nal Holding of Invalidity or Unenforceability by the Courts. A final holding of claim invalid-
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SRR IR A R 7% o BRI AR A TR P BB I BR A
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PRSI o e R ] (R BRI S - SRR B 1R
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AN » S o A o P A A P U (Bt s e A i U T A S L ] S
PETT o (ELRERZ 3 » S AT LRI AR o 2 R il 8 e i 2 L SR I
B SRR R R AR AR L (e Sy - 2
SR TR TR R R S 2 -

R AT AT S PR AR AR R A S S A T A S R
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ity or unenforceability, after all appeals, is controlling on the Office. In such cases, a sub-
stantial new question of patent-ability would not be present as to the claims finally held in-

valid or unenforceable.”).

66 MPEP § 2286 IV.

57 Blonder-Tongue Labs., Inc. v. Univ. of TIl. Found., 402 U.S. 313, 333 (1971); Parklane Ho-

siery Co. v. Shore, 439 U.S. 322, 331 (1979).
%8 MPEP § 2286 IV; Ethicon, Inc. v. Quigg, 849 F.2d 1422 (Fed. Cir. 1988).
89 Kaufman Co. v. Lantech, Inc., 807 F.2d 970, 974 (Fed. Cir. 1986).
0 Ethicon, Tnc. v. Quigg, 849 F.2d 1422, 1427 (Fed. Cir. 1988).
" MPEP § 2286 TV.
2 14
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H

& Grapraham v. John Deere Co. of Kan. City, 383 U.S. 1 (1966).
74

See Blonder-Tongue Labs., Inc. v. Univ. of Ill. Found., 402 U.S. 313, 333 (1971).
© B RE B RKFIZF ARG AR A 5T B
HBE o T-HAALABHNRR - 2RFEE > T FHRER I aBI—FR
BIERATNFEEFE - ENZIRHAR, B RH F 108 B0 R T7
(2008) -
SR BHAERR T FRATHVE S 100 F 3% -

76



66 FHEIEZEFH 6K 2H

SR PR G R PR 23 BB 1 TR 12 B B TR
WEH P TaEE E fl e - DR 23 1698 1 5B 12 R FFE
FHIAESE - HIE IR R T LR - I IR 23 165
1 JEES 12 B FEE R RSSO T | B - HOE
[ N T - i AR P IR EOE 2 Bt < R
DA A B DI T A ) — AT - TSR e e e 5 DA
DIFFE A B A - (ERTEE SR L (k8 - B St e iy
TR« SR RERR R - RS A T DRI S R B
H - R B AT BRI A MR R B Bl 2 IR o sk
BRI 2 PR R S P S s S W BT e P
B ELATRTIL - HIZEE B B P Bl R T B HE b B I 5 P B T A
ERIN =S INE

RSB P R S I T — S ) G B P ST SRR
EE N - WIERTR PR E R BT - NS e HeE S
SEEER S E T - RIERES - S5 A RS AR T R 2 B
H - LI R R R - A SRR KRR I - SRS
T TR A BRI SE R JRENE S A R ASTR S R E
e “REPIEE S FRY - R BRI ORI A —
RFERARTLYS - S BB AREL R — RRRIETBE R (A - Lok — Rl
I AT o o0 e R P iy HIEEE P — R e $ 9k bl ko B
(IRENEZAE— BRI ) ® - SERIRITE 1970 AT/ EEIES

T B M E LR FREARRES 79 HH A -
8 4B L abE EATEGERE 96 E T E 1327 BH k-
" pmar Bt E R 98 £EREVE S 28 BH R -

80 RESTATEMENT (FIRST) OF JUDGMENTS § 68 cmt. n (1942).
81 Supranote 48, § 27.
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— R FL% » f » 7E Halpern v. Schwartz®—%2 » HIFZSRT—#41
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82 Halpern v. Schwartz, 426 F.2d 102 (2d Cir. 1970).

83 1d at 106,

8 1d. at 105-06.

8 See, e.g., Ritter v. Mount St. Mary’s College, 814 F.2d 986 (4th Cir. 1987); Magnus Elec-
tronics, Inc. v. La Republica Argentina, 830 F.2d 1396 (7th Cir. 1987).

8 See Lucas, supra note 49; Howard M. Erichson, Interjurisdictional Preclusion, 96 MICH. L.
REV. 945 (1998); E. William Stockmeyer, Res Judicata Effects of Unappealed, Independ-
ently Sufficient Alternative Determinations, 70 CORNELL L. REV. 717 (1985).

:; Supra note 48, §§ 27-28.

See Monica Renee Brownewell, Rethinking the Restatement View (Again!): Multiple Inde-
pendent Holdings and the Doctrine of Issue Preclusion, 37 VAL. U. L. REV. 879, 925 (2003).
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89
90
91

28 U.S.C.A § 1291 (1995).

See id.

See John Morrell & Co. v. Local Union 304A of United Food and Commercial Workers,
AFL-CIO, 913 F.2d 544, 563 (8th Cir. 1990) (“[F]inality for purpose of appeal under section
1291 is not necessarily the finality that is required for issue preclusion purposes.”).

See Bradley & Kubasta, supra note 45, at 333.

See Pharmacia & Upjohn Co. v. Mylan Pharm., Inc., 170 F.3d 1373, 1381 (Fed. Cir. 1999);
Mendenhall v. Barber-Greene Co., 26 F.3d 1573, 1578 (Fed. Cir. 1994) (“Appellants’ posi-
tion is that under the precedent of this court, the defense of collateral estoppel based on a

92
93
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45 Markman Hearing %’Cﬁfgg » EBERY Markman Hearing £2 77 Bl FE G S F1
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patent invalidity judgment in another case may be raised at any time during the pendency of
proceedings, even for the first time on appeal.”).

9 Supra note 48, § 27 emt. ¢; Foster v. Hallco Mfg. Co., 947 F.2d 469, 480 (Fed. Cir. 1991).

% See Bradley & Kubasta, supra note 45, at 335.

% See Seth Nesin, The Benefits of Applying Issue Preclusion to Interlocutory Judgments in
Cases that Settle, 76 N.Y.U. L. REV. 874, 887 (2001); Rachel Clark Hughey, RF Delaware,
Inc. v. Pacific Keystone Technologies, Inc.: The Federal Circuit Has Finally Spoken on
Collateral Estoppel of Claim Interpretation, 20 SANTA CLARA COMPUTER & HIGH TECH. L.J.
293, 303 (2004).

o7 See Bradley & Kubasta, supra note 45, at 333.

Zz SRR EE  ATHE 350 R 206-245 -

See Bradley & Kubasta, supra note 45, at 337.
100 See Hughey, supra note 96, at 316.
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101 See id. at 342.

102 14, Pharmacia & Upjohn Co. v. Mylan Pharm., Inc., 170 F.3d 1373, 1380 (Fed. Cir. 1999).
103 See McDavit, supra note 53, at 50.
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