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The Theories and Practices of Trademark
Genericism

Cheng-Chiou Teng

Abstract

A basic function of trademarks is to identify the source of a product. In order
to carry out this function, it is necessary to design a trademark with distinctiveness.
A trademark without distinctiveness can not be registered with the Patent and
Trademark Office or serve as a basis for claiming trademark rights because it lacks
the function of source identification.

Trademark genericism, also known as genericide, genericness and generaliza-
tion, is the rule which governs the loss of trademark protection of a registered
trademark that was once distinctive and often well known, but fell into the public
domain and became a generic name owing to the change in the perception of the
consuming public.

Genericism in U.S. court practices is not a new concept but is just beginning
to appear in Taiwanese Trademark Law when the latest amendment went in effect
on 28/11/2003. Considering the fact that this topic is rarely addressed among Tai-
wan academics or practitioners, this article examines the American legal system
and courts practices and attempts to interpret the current Taiwan Trademark Law in
order to find the meaning of genericism, causes of genericism, criteria for judging
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genericism and the legal effect of post-genericism. In addition, this paper strives to

provide solutions to new problems caused by trademark genericism.

Keywords: genericism, distinctiveness, the minds of the consuming
public, primary significance test, cancellation of the
trademark
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“To achieve this goal, the Lanham Act balances two other main goals: diminishing con-
sumer confusion as to the source of goods and preserving an owner’s investment in her
mark. To protect trademarks, therefore, is to protect the public from deceit, to foster fair
competition, and to secure to the business community the advantages of reputation and
goodwill by preventing their diversion from those who have created them to those who
have not.” See Terry Ann Smith, Telephone Numbers That Spell Generic Terms: A Protect-
able Trademark or an Invitation to Monopolize a Market?, 28 U.S.F. L. Rev. 1079, 1085
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%% v 4 4 B RS =& @42 o See Deven R. Desai & Sandra L. Rierson, Confronting
the Genericism Conundrum, 28 CARDOZO L. REV. 1789, 1789 (2007).
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MBI AL FERZT L BT* R R U Ao B M R see
generally ANTITRUST, PATENTS AND COPYRIGHT—EU AND US PERSPECTIVES (Francois
Leveque & Howard Shelanski eds., 2005); DINA KALLAY, THE LAW AND ECONOMICS OF
ANTITRUST AND INTELLECTUAL PROPERTY — AN AUSTRALIAN APPROACH (2004).

B ARBER HRELFEHAT L T G0 T AE X2 %t “The early com-
mon law of unfair competition was a limited concept, involving the palming off of one’s
goods as those of a rival trader. As commercial ingenuity produced new forms of piracy, un-
fair competition expanded in the early part of this century to include not only misrepresen-
tation of the source of goods but also misappropriation of what equitably belongs to a com-
petitor. In recent years the field of unfair competition has continued to evolve, embracing
both statutory and nonstatutory causes of action arising out of business conduct which is
contrary to honest practice in industrial or commercial matters...In popular usage, unfair
competition has been even more expansively described as a broad class of business torts,
including not only the traditional forms of misrepresentation and misappropriation, but also
commercial disparagement and defamation, fraudulent conduct in businee transactions and
tortious interference with commercial relationship.” See A. Michael Ferrill, Federal Law of
Unfair Competition, in BUSINESS TORTS AND UNFAIR COMPETITION— A PRACTITIONER’S
HANDBOOK 13, 41-43 (A. Michael Ferrill ed., 1996).
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212 FHRAFLT CEAF R B

FIRLRL 51 SR S P By TV I R S
{14 (distinctiveness ) ELjijH- - Fpgffﬂf\‘j[i'*é AR > S R

(Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 230-31 (1964) ) - P 57 =4 % & 1|
RFEREE RELR I’F’ sooEiw Aseg LW (copy) BB AT FEE A LR
CRUR A S T Rt \lx”i T RGP EEN AL AR R R KLY T
;Flk - See John F. Coverdale, Trademarks and Generic Words: An Effect-on-Competition Test,
51 U. CHI. L. REV. 868, 869-70 (1984).

12 1d. at 870-71.
13 See Smith, supra note 2, at 1084-87.
14

“The recognition of trademark rights in generic designations could significantly impede
competition in the market for goods or services denominated by generic term. Competitors
denied access to a term that denominates the goods or services to prospective purchasers
would be at a distinct disadvantage in communicating information regarding the nature or
characteristics of their product.” Vanessa Bowman Pierce, If It Walks like a Duck and
Quacks like a Duck, Shouldn’t It Be a Duck?: How a “Functional”” Approach Ameliorates
the Discontinuity Between the “Primary Significance™ Tests for Genericness and Secon-
dary Meaning, 37 N.M. L. Rev. 147, 154 (2007).
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5 See 2 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION 11-5

(4th ed. 2004); see also JEROME GILSON & ANNE GILSON LALONDE, TRADEMARK PROTEC-
TION AND PRACTICE 2-6 (2005).
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“Some nondistinctive terms may be eligible for protection in court and for registered in the
Patent and Trademark Office if they become distinctive, i.e., come to be associated by the
public with a single source. Among these terms that are not inherently distinctive, such as
descriptive terms, geographical terms, personal names, and grade or quality designations.
These designations, at the outlet, do not distinguish. Instead, they covey information to the
public about the nature of the product itself or its characteristics, such as where it was made
or the grade or quality the seller has assigned to it. If such inherent nondistinctive terms be-
come distinctive, i.e., attain secondary meaning, they enjoy legal protection under the doc-
trine of secondary meaning.” GILSON & LALONDE, supra note 15, at 2-5; see also 2
McCARTHY, supra note 15, at 11-5 to -6; Pierce, supra note 14, at 152 B3. BB & R &
ZREOAREARFERES B 4000 TR e ALY AR SRR
AR 2 ) o
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(1998).
26 “A word that at one time functioned as a trademark may, over time and because of changes
in the way consumers use and understand the word, cease to serve a trademark purpose. In-
stead, the word may come to be the generic term for all products of a certain type. When
that happens, the courts will cease to afford trademark rights to the party who first made use
of this word, and allow any merchant who wishes to do so to use the word without liabil-
ity.” ROGER E. SCHECHTER, UNFAIR TRADE PRACTICES AND INTELLECTUAL PROPERTY 64-65
(2d ed. 1993).
“The deterioration of a trademark into a generic name, a process that has been termed
genericide, is ordinarily the result of many factors. These factors are often difficult to iden-
tify, and their erosion of a trademark occasionally difficult to prevent.” GILSON & LALONDE,
supra note 15, at 2-16; see also RICHARD STIM, TRADEMARK LAw 117 (2000).
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2 McCARTHY, supra note 15, at 12-85 to -86.

DuPont Cellophane Co. v. Waxed Products Co., 85 F.2d 75 (2d Cir. 1936), cert. denied, 304
U.S. 575 (1938).

Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 116 S. Ct. 1002, 41 L. Ed. 118 (1896).
Singer Mfg. Co. v. Briley, 207 F.2d 519, 99 U.S.P.Q. 303 (5th Cir.1953).

Goodyear’s Rubber Mfg. Co. v. Goodyear Rubber Co., 128 U.S. 598, 9 S. Ct. 166, 32 L. Ed.
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34 Goodyear Tire & Rubber Co. v. H. Rosenthal Co., 246 F. Supp. 724, 147 U.S.P.Q. 92 (D.
Minn. 1965).
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See Jerre B. Swann, Genericism Rationalized, 89 TRADEMARK REP. 639, 645-46 (1999).
Levy, supra note 35, at 1998.

Ralph H. Folsom & Larry L. Teply, Trademarked Generic Words, 89 YALE L.J. 1323, 1324-
25 (1980).
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RS FIR R L2 Bk miE PR &L.éﬁ v - LEABEEEERRE AT
RFEVGFAHNEPRAT e QU L FERF PP FEAAYETEN
FABLRE e WP FAVHAT D EGY TG R R - B
PERaL LA ER DY e R REFBMF AR AT g
AFFLHEAFHREE CHAFERZPE - B3R HEr CHAUF EER
2R A ¥ R®m o ¥ %44 Vincent N. Palladino, Assessing Trademark Significance:
Genericness, Secondary Meaning and Surveys, 92 TRADEMARK REP. 857, 858-61 (2002).

42 Folsom & Teply, supra note 39, at 1337-38.

43 Susan Sangillo Bellifemine, Primary Significance: Proving the Consumers Perception, 14

" SETON HALL L. Rev. 315, 316-17 (1984).

FHBEEESEY Y J‘“ 2 R4 4 2 B2 > see generally Jerre B. Swann, An Inter-
disciplinary Approach to Brand Strength, 96 TRADEMARK REP. 943 (2006).
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3{3‘\# ( Anglo-American Law ) fHi5k Fti[ﬁ"‘ fk‘%ﬂw » H[IFEF] A -
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J. Kohnstam, Ltd. v. Louis Marx & Co., 280 F.2d 437 (C.C.P.A. 1960)

% Robert Cooter & Thomas Ulen ¥ » ;8 B 33 ;2 25 F. 179-180 (2003) -

15 U.S.C. § 1127 (2006) states: “A mark shall be deemed to be abandoned...when any
course of conduct of the owner, including acts of omission as well as commission, causes
the mark to become the generic name for the goods or services on or in connection with
which it is used or otherwise to lose its significance as a mark.”

“Without question, distinctiveness can be lost by failing to take action against infringers. If
there are numerous products in the marketplace bearing the alleged mark, purchasers may
learn to ignore the ‘mark’ as a source identification. When that occurs, the conduct of the
former owner, by failing to police its mark, can be said to have caused the mark to lose its
significance as a mark.”, See Wallpaper Mfrs., Ltd. v. Crown Wallcovering Corp., 680 F.2d
755, 766 (C.C.P.A. 1982).

48
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pﬁ! /R L i 1&4“] PR BORRGERY L IR S o SR
Bl [ Flop > 7E20 (Bayer) BB R4 & 1 aspirin (7 250 Ff) ’:ETPF??J!
|8k > aspirin FU 4 ’EJIZ/,’ FilSE AR (fancnful mark) - ffif i< FLITR L
LRl Jﬁjﬁf Vi g7 5 < FlY) National Biscuit PJ#QJ@ £7 shredded
wheat £ if;- /“‘Jii?‘jiifﬁfff i B JF:’ﬁV@Ff%U@ Kellogg *Fil=!')
shredded wheat {7, F/,\Fﬁ}[h ¥ A fytE [h[“ h Btz V%‘Jzﬁﬁﬂi“'“ Sl HQFJ**U
il T B E P S R R ‘WJ/%J’*IJE‘“ i @Rl B
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FAHEF 270~ ¥ 5T iE% 138 o
Desai & Rierson, supra note 7, at 1833-34.
Id. at 1821.
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] shredded wheat ~ 7 » F<ffs shredded wheat 7% 1% fi| £ 40 i}, 3] e b
IR 2 PR PR » S %ﬁW®BM“%ﬂ’ﬂ”“m
aspirin I'| % shredded wheat A3SBIfJ#i) £y fifs €70 21y ie? - SRR
;.;5%‘ ﬁ%ﬁblgﬁiﬁﬁgi};%@;m#ﬂ TR Zge

224 ¥ tEt "éﬁ“ g

PR AR PR R ﬁ*ﬁJE@*UkE“‘?guﬁ’?ﬂ I ?ﬁjw
(famous or well-known trdemark) (L3R o 3 & qiss Ef)1 v HFUE
HERAF R P R AR AR ?F{ﬁ”rﬁﬁﬁ%‘ﬁﬁﬁkﬁ" A
R TER Ry, PR FR 7 LY R - PR R EEEAER L - S e
P pAp R [ o

P9 IR i T ERATY T %F“* }ﬂi* .
Ay iy oA i o 1 E'@’?‘fﬁ?ﬁlﬁ‘fﬁ&? Yo I = A 1
A T IR R R - £ lﬂgk,@& I/,;\:mg:;; . n—:&[[?b
o B VL % o 9 escalator (REIHTHR D = FRERD) >

ﬁ

jéL

Um

ﬂv—_”*fv

2 gee Kellog Co. v. National Biscuit Co., 305 U.S. 111 (1938). &%k %2 2 T #F RIF &

R LR ﬂ 3% % shredded wheat % i * L4 ¥ - 343 ﬂ \—N;; shredded
wheat % @ #18 * > ;2 F 3% % ¢ £ 4K the primary significance test > 325 7 3 f+

PR RS TS LT 0 R Hdede 202 2 3K - Desai & Rierson,
supra note 7, at 1821-23.

“A mark become the generic term for goods when consumers begin to think of the trade-
mark as the descriptive name for the goods.... This process, known as genericide, appears
to be a contradiction in trademark theory. After all, the purpose of a mark is to create con-
sumer recognition as to the source of the goods. But if the mark becomes too popular, con-
sumers may think of it as the descriptive term of the goods.” STim, supra note 27, at 117;
also see WILSON, supra note 25, at 100; See WiLLIAM C. HOLMES, INTELLECTUAL PROPERTY
AND ANTITRUST LAW 3-8 (1991).

escalator /2 = Otis Elevator Company *72 2 % &2 F# > FIZ i § —’ﬁ © R T Y

ez T HFL G escalator 0 ERZRFIRLGRER EXE - B S &

27 Ag; Otis PR &SRRz > #Zade gap 50 &2 Bk s -
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aspirin (BE’*)HI“P[‘) %, cellophane (&%ﬁ'a\ %, trampoline ( J## 7% ) o7,
dry ice (idyj\) YO YO (YFH’*F”,S?) % cola (& %0 . matchbox ('FECE
e nﬁl 61«—'\—«—'\—‘ ;FH\IEJH | u,:pﬂ,' , i‘d%‘ﬁ‘)ﬁ?\ﬂjﬁifﬂ’ﬁﬂ £ ]*"‘*IHFI VK
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WILSON, supra note 25, at 101-102.
1921 # > jp£8 27 (Bayer Company) %ﬁ aspirin 7 1% > ¥4 % & g (United
Drug Company) #4=p iz » R4 2% 8 2 2 0B L4 L acetyl salicylic
acid > 7 #% % aspirin - #L% FusE aspirin - B * LA (generic term) » B2 7 iy
AR RIE o 2 F Learned Hand &)@ 48 Frs @ AE M- BEF > W
R F T aspirin § AR ILE? dok i R FMLARG - KF R L TR AL
PEARIEL IR A 7 sei«‘f~—'&Era*ﬂ’f§ L SEA O cE A L B
< Boegpdv s o2 G RG> e aspirin & GRS L4 - “The single ques-
tion in all these cases is merely one of fact. What do buyers understand by the word...? If
they understand by it only the kind of goods sold, then, | take it, it makes no difference
whatever what efforts the plaintiff has made to get them to understand more. He failed...”
See generally Bayer Co. v. United Drug Co., 272 F. 505 (S.D.N.Y. 1921); STIm, supra note
27, at 117.
R4 i3 A& 4% transparent cellulose sheet » # 7 1% % cellophane » 2 7% Fe3e &
i % f W4 cellophane 5 & 4 7 & &4 - See generally Du Pont Cellophane Co., Inc
v. Waxed Prod. Co., Inc., 85 F.2d 75 (2d Cir. 1936).
Rt AR 45 rebound tumbling equipment - # 7 4% % trampoline » e % i
= # F ®dx trampoline 3 R 2 A2 F & LA - See King-Seeley Thermos Co. v.
Aladdin Indus., Inc., 321 F.2d 577 (2d Cir. 1963).
R4 ikA A A2 & L4 solid carbon dioxide » # 7 5 dry ice . iR
dry ice = 5= 53 & &4 - See Dryice Corp. v. Louisiana Dry Ice Corp., 54 F.2d 882
(5th Cir. 1932).
R&i%Ed A2 F &AL retuntop s B F 5 yo-yo o feix FRi i yo-yo © g
% W & &L o See Donald F. Duncan, Inc. v. Royal Top Mfg. Co., 343 F.2d 655 (7th Cir.
1965).
R A®AA A2 & L5 type of soft drink » H 7 45 colae % fein i cola ©
S L & ¢4 - See CoCa Cola Co. v. Snow Crest Beverages, Inc., 162 F.2d 280 (1st
Cir. 1947); Dixi Cola Labs., Inc. v. Coca-Cola Co., 117 F.2d 352 (4th Cir. 1941); Coca Cola
Co. v. Nehi Corp., 36 A.2d 156 (Del. 1944).
R+ i%E 4 A2 P & 45 toy cars in matchbox-sized boxes » # 7 1% % matchbox o
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AL SEPE > b g v - VRS iy flep P 7 (T :gﬁqu IR -
EZ AR *FIJF)%ﬂ I e Coke » HEZ" cola T il > ?‘?iiiﬁ%ﬁl Z
ESFAREOR €78 (R A TR R P 2 HES - Polaroid ERAFIE (R
RS yAsr » [ polarize )ik * [’F’PL D B RS £
B2

FURT D G 2 BID o = S (Xerox ) B HIESSE Y 1R
TREF BHE (Levi's) -~ [ES)ZE (Walkman) E{%[JEIFF(Post-It) il

Tl —

(N A I b= = Iﬂ[ AT 93 o g > PSR RL- 7
W* T “nfﬁ! Y g E“FAE ?V@éEF'EJ??%J/%J’*H CPUE - F R A
@@ P EIARE YT Rl ngf o Tl pIETEESE T o S E]
PIHF R F gy *ﬁﬁiﬁ‘ﬁ e ?/%ﬁﬁjﬁﬁﬁg [l = £V by > YIARF]
o FRIVAEEE F iR S S (SLE p ey P 1

T F O BT s PRSI Eja\?ﬁ@ﬂ/j’%lﬁl%
(residuary secondary meaning) '] ™2 iz (trademark significance) - X
I VRGBSR T o 0 (s b (RIS F
SRR 2L D R S R o R
R AR PRl IIEIF' SRS [ pupgie o SRR 7'{ ff?i[ﬂ"ﬁ | (A B
i Fﬁﬁjﬂﬁ F’ WFEAAE U Hﬁ” (limited |njunct|on or very delicately and care-

i & fuih 5 matchbox @ 5= 5 7 & &4 - See J. Kohnstam, Ltd. v. Louis Marx & Co.,
Inc., 280 F.2d 437 (C.C.P.A. 1960).

Coke £ Polaroid & i % 6] » 2% B2 Fechd| b ¢ » R iiomni 24 Bk o
o FEEGHE &L LA i PP o See Coca-Cola Co. v. Pace, 283 F.
Supp. 291 (W.D. Ky. 1968); Coca-Cola Co. v. Koke Co. of America, 254 U.S. 143 (1920).
WILSON, supra note 25, at 102.

2 MCcCARTHY, supra note 15, at 12-123; DuPont Cellophane Co. v. Waxed Prod. Co., 85
F.2d 75 (2d Cir. 1936), cert. denied, 304 U.S. 575 (1938); Kellogg Co. v. National Biscuit
Co., 305 U.S. 111, 83 L. Ed. 73, 59 S. Ct. 109 (1938).
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fully-worded injunction ) 6

(=Y T O P g = iR % (dilution) RLEL
T - 1EFyH rw*rﬂoqﬂ R R R KRS VAR R
TR s o BRI AR R E~ﬁ§|aﬁmrﬁy T
W’ﬁ%%ﬁﬁ%@ﬁkHWMWQ@%ﬁﬁﬁﬂ’@@ﬂﬁf
(reputation ) V454 (blurred ) F5[yi8k (tarnished ) - ['*E!ﬁ%i@““"l‘l,[‘lu‘i?ﬁ
HifysE I RS REINA Y SR BT SR A
PR SRRV SR B R ;uf[eVﬁl ‘lafe&ru i
mﬁ?,m;rv@#t”mﬁﬂV@“ni’if@“JV BT AR SRS e

om@wmvweATuﬂrme%i @%ﬁﬁ’ﬁm”ﬁﬁﬂkﬁ
% I TJI* W ETE 2 IRE AR SN > T T g
-PH@E @Fﬂ’r E LA e mﬁ%“%E {ﬁW%Lf’xr”Frr*ﬁﬁumeJ
E%ﬁ%ﬁ’ﬁﬁW®ﬂ?ﬁ@ Eq@TUFﬁ&o%%’%ﬁa,
JANERER > R R SR SR R R R AT A

Y
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2 McCARTHY, supra note 15, at 12-123 to -124.
STim, supra note 27, at 144, % R R ¢ 82 1995 & if 3 3 379 20 75 4572 5 B35 R0 0K
w*ﬁT%@ R R EEATH R TR T REREP FRLT TR
ST o B A ez LR - o BN B ARl Y A on H WA P 2 45D
(mere mental association) - # e+ FHRF K2 RF > L hETRFEP R EL 200
45 % (Moseley v. V Secret Catalogue, Inc., 537 U.S. 418 (2003)) - W ¢ & @& f# &
AL LT iy - BMT F24pe > 23 2006 £ 1§ The Federal Trademark
Dilution Act (FTDA) ¥ /& - See Paul W. Reidl, Understanding Basic Trademark
Law: A Primer on Global Trademark Protection, 870 PLI/PAT 141, 161-62 (2006).
Desai & Rierson, supra note 7, at 1842-43
“The owner of a famous mark can fight dilution battles at the PTO by opposing an applica-
tion for federal registration or petition to cancel a federal trademark registration.” See STim,
supra note 27, at 144-45. ¥ 475 5% % 62 i o
“...at least in theory, the result of a persistent course of dilution will be the genericide or

67
68
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i
o

disappearance of the trademark. Even though genericide is not commonly stated as a spe-
cific ground for a dilution claim, the two doctrines are therefore inextricably linked, at least
in the minds of the trademark holder...Both genericide and dilution are driven, at least in
part, by the idea that uses of a mark in noncommercial and/or noninfringing contexts neces-
sarily deplete the mark’s ability to function as a source identifier and/or constitute evidence
that the mark has lost its source-identifying significance.” See Desai & Rierson, supra note
7, at 1843-44.

“Judge Learned Hand, in holding ASPIRIN generic, stated the key issue in determining
genericness: The single question, as | view it, in all cases, is merely one of the fact: What

do buyers understand by the word for whose use the parties are contending? That is, what
does the public think the word connotes—the generic name of the product or a mark indi-

70

cating merely one source of that product?” See 2 MCCARTHY, supra note 15, at 12-13.
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UVRFEH - USR5S F RIS - o '@fﬁii‘ﬁl?ﬁ » S T
R ‘F&é@fllﬂ“ﬁplﬁﬁ' I éﬁ’ﬂfﬁf e Sl T’Fﬁ’?‘f[*‘
B - JHQY‘F‘" H@F PRI RO 6 Sk IFITEEF” PPN
gy 7 7J7§/' s R ELFL Bhlk ][] dextroamphetamine sulfate £7 ﬁ"ﬁl
AR EPE [T R R dexedrine SR ™« PP ARETSE S, A
LT H .yl dexedrine e fifip | PRI R o fR ﬂjgﬁ:ﬂ
f EPERL PR T R B B AR 2 AR E T S
(publlc survey) HilcAl| F“ BT (B fr‘ﬂﬁkfjdﬁ‘/iﬂ?f*ﬂ%ﬁf JE
fol AT

32 FEREFEEFA

KB [R5 b SRR EFRE N Y A8 SRR PO
i EPEH T L BB AF TR H IV TS - 129
*‘?Jiﬂ?ﬁ‘é%ﬁ?ﬁ@ﬂ k?ﬂ W AR ey VA o AR AR R

W RSN R O 5 e %Wﬁ’PT%W@ﬁﬁV%WﬁW

(=7 o FRISCIURRAVE E e 1938 5 4 The Shredded Wheat Case =
F{EJE'@EH T2 RIS, (primary significance test) & > 7 5AY £ Qiﬂi‘a all

14, at 12-14 1o -15.

2 ltamar Simonson, An Empirical Investigation of the Meaning and Measurement of
“Genericness”, 84 TRADEMARK ReP. 199, 200 (1994).

s Anti-Monopoly, Inc. v. General Mills Fun Group, Inc., 684 F.2d 1316, 1319 (9th Cir. 1982),
cert. denied, 459 U.S. 1227, 75 L. Ed. 2d 468, 103 S. Ct. 1234 (1983); See King-Seely
Thermos Co. v. Aladdin Indus., 321 F.2d 577 (2d Cir. 1963).

™ bupont Cellophane Co., Inc. v. Waxed Prods. Co., Inc., 85 F.2d 75 (2d Cir. 1936), cert.
denied, 304 U.S. 575 (1938); E.I. DuPont de Nemours & Co. v. Yoshida Int’l, Inc., 393 F.

e Supp. 502, 523-24 (E.D. N.Y. 1975).

Kellog Co.v. National Biscuit Co., 305 U.S. 111 (1938).
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Fﬂf PR I»f'?ﬁ ﬁ'f?ﬁ “‘E[H' n%ﬁfrj N (N JlfoJ e
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Iy = RIS > 2 25l €78 o 0y G 0 00 ] 2R Y HE R
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= EHL;»J/’@/&“ i R 2591 EAL [ E | i J/F?du

[zf*%ﬂlji_b The Shredded Wheat Case é&[ VEVRIES > K f’ifﬁglgjfﬂﬁd

="

[

“Shredded Wheat case is frequently cited as the source of the primary significance doctrine,
which has become the touchstone for genericism analysis today, both in case law and in
Lanham Act itself.” See Desai & Rierson, supra note 7, at 1822; Coverdale, supra note 11,
at 873-74.

% R F Terry Ann Smith 1 % : % # Lanham Act — B 4 & A R e P 3L € F 1R £ 4
i 1L7$ﬂ_§ %ﬂﬁlﬁ;ﬁd;‘h u[}‘?w IR 7 F Learned Hand *t % 32
The Aspirin Case Poogle - T F KRR E'J , (The Public Perception
Test) - i@ RRAIZ ARIGEN T HEHT L %ﬂﬁ’“ﬁ* i hdp T SRR EA

P @ & kiR & fc e g The Shredded Wheat Case ¢ f" ﬂvlui~ HBPEEE o Hp
4p 2 Public Perceptive Test § ¥z Primary Significance Test = # p j& - See Smith, supra
note 2, at 1093-97.

“The standard most often applied to determined whether a term is generic is not whether it
has some significance to the public as the name of an article, but whether that is its princi-
ple significance. However, the Supreme Court turned this statement around and said that for
a seller to prove trademark significance in a term challenged as generic, it must be proven
that the primary significance of the term in the minds of the consuming public is not the
product but the producer. But both word formulations arrive at the same result from differ-
ent directions: Majority usage of the word is controlling.” See 2 MCcCARTHY, supra note 15,
at 12-16.1 to -17.

7

78
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fet] - E’E%:VL | T Effi "] shredded wheat ﬁ?, R I; T ‘[‘E[HLEI T
shredded Wheat (EEDFRR 0 MR BT o SR R A T2 RIEGE
VI AR ST T GRS T E I BR] - shredded vvheat‘ﬁiﬁLF[,
IS ASL 1 S0 5 ST 2 o [ ﬁtﬁ ﬂvﬂmm b i
shredded wheat “'”*ﬁaﬁ&F9ﬁp4ﬂF' il ’j\"ﬁﬂ fp

b9t > fji The DuPont Cellophane Case — %" » ¥l g =1EH] = BIEi
SR &S ke EPERER (R > [ URLA 91 The Shredded Wheat Case [
E'ﬁa;i?%fE?ﬁEUPqi” °%?K%E?E%%iéﬁfﬁﬁéﬁjﬁﬂ}}iﬁﬂﬁiﬁﬁ% cellophane — =
DuPont i q’j’a@ & Jiﬁz?ﬁﬁ[ AR A ‘?/Elwﬁ 1#55f cellophane Er}‘[’é?ﬁ@
pﬁ#@—gl” RNl ??F?‘Ejf?¢i§l'5~'ﬂ’°'ﬂ§’:ﬁﬂ VORI R [ AR Jﬂf?[;,
VSR Y g o O

=R > = RIERGR ORI H S HT el = g[

ﬁﬁﬁﬁ‘ [ 7S ?{Eéf *in& ( purchaser motivation) - ﬁ\@s«lﬂ’éf A

F?eéﬁ%‘ The Anti-Monopoly Case — %% » ###* 1973 & » Anti-Monopoly ol
#I] Anti-Monopoly £5 ¥ 4 Fgig [ﬂ m[E?“J’*]JF? = FIJPE'?'%FVFE‘ ] FAF’?,\}J
S T B L pARES (real estate trading board games) | ([ATS Fﬂ
R AR o e BRGS0 EEELY b
(Parker Brothers) =!fik Monopoly82~ TV ajif%?ﬁ%tilﬂ > Anti-Monopoly * ’F[J

P ikt AR BB L P LR f4E 202 » shredded wheat ¥ - i PNE]
me%ﬁdp FAARR > NERZFEAPTED NLFEY R F TR

E% =Sl I SRS 3 f}fl z_ %+ § - See Smith, supra note 2, at 1094-95.

80 1d. at 1095-97.

81 Anti-monopoly, Inc. v. General Mills Fun Group, Inc., 195 U.S.P.Q. (BNA) 634, 638 (N.D.
Cal. 1977), rev’d and remanded, 611F.2d 296 (9th Cir. 1979); Anti-Monopoly, Inc. v. Gen-
eral Mills Fun Group, Inc., 684 F.2d 1316 (9th Cir. 1982), cert. denied, 459 U.S. 1227, 75 L.

6 Ed. 2d 468, 103 S. Ct. 1234 (1983).

“Monopoly is the best-selling commercial board game in the world. Players compete to
acquire wealth through stylized economic activity involving the buying, rental and trading
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IR ISIE ﬁ‘ﬂ’ﬁ%mi &= 95 Monopoly =155 %“Mi FacEil
FT/rpﬂffﬂJ/ ’E T Parker Brothers g7 General |\/|I||S Fun Group 5. fil
E'[J%E*—“l@% » = 3= Monopoly £% EJ?S‘L'/:EP [EiEI “, ffr¥'] Anti-Monopoly ./
d/—J ’ l;j?‘[—ﬂ I—;\;?TQ@ ° ﬂjri}'ﬂj{ P—I'ZF Fa%ll 4 ﬁl&ﬁ[lﬁ\@[%a’t[gj 9 T‘,\,\,ﬁL. [_‘ngﬁij: I'g;_'alqg‘l
E Monopoly =!525% £~ i 1B T pAEESY 32| /%5 - Monopoly g ~
f}a’lﬁ*fﬁﬁﬁ FEhEA T $1iﬂ\ [ng °

PP [l g R R E' PE‘WF‘ "?’l oE R A TR L S
E*F?@J £ VF? fifr B ﬁ‘ﬁgﬁﬁﬂﬁ EN Tt EEY *JT%“* Sﬁmfﬁ!ﬁ’ﬂﬁﬁ' "/F? I
T’T B R AR 2 ’}{%iﬁ\ﬁ"ﬁ~ . TN EEJIF s ﬁigﬁfﬁ‘

184 sﬂ\as«wiﬁ;iaﬁlﬂa VT RIEERR ommﬁ\a&la&lg# 1984 =
e “:7"’ [FRAgE > PRI e RS (el A g = 1™ [/*[ '*”rﬁl(é IRl FRR
= RIS A e 2 B EAEE L A Ry A T L"ii‘? f

of properties using play money, as players take turns moving around the board according to
the roll of the dice. The game is named after the economic concept of monopoly, the
domination of a market by a single provider. It is published by Parker Brothers, an imprint
of Hasbro. According to Hasbro, since Charles Darrow patented the game in 1935, ap-
proximately 750 million people have played the game, making it the most played
[commercial] board game in the world.” Wikipedia, Monopoly (Game), http://en.wikipedia.org/
wiki/Monopoly_(game)#History (last visited Mar. 25, 2008).

83 % Monopoly st a7 & & < % 2558 > R F R FRFIZ AP fPi5d Parker
Brothers B~ ¥ itjg > T8 ¢ F AL - REEJF & - BJDFEERL > 4
§ @S ¥ Y 74 - Anti-Monopoly 2 P2 £I7E4 Rl E £ B < F2 g K
% smxesaBEgsH- 5 TAZE Monopoly ¥t 1 & ¥ 5 A% Monopoly
Popiy BB AT AR 2 A F S0 4o S B2 G T AL i Parker Broth-
ers 1 Monopoly %% » 1 & %] 5 # & g Parker Brothers shi & o | = R|f E # 5
2 GlFaE 65%  EMEE 2 GRS 32% o MEE T K2 LRIK 0 f gt g
5 FRadap g o2 WA LMY AT 2R F

2 McCARTHY, supra note 15, at 12-17 to -18.
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86 “Section 14(3) of the Lanham Act was amended to include the following sentence: The

primary significance of the registered mark to the relevant public rather than purchaser mo-
tivation shall be the test for determining whether the registered mark has become the ge-
neric name of goods of services on or in connection with which it has been used.” Id. at 12-
19.
P22 220 a3 28y > 2 v FRF R EFERIPFE blic R
w&iié—g A TRAR R E B FR R AR S ﬁt? i
AR Al - BAEYTA > T RaEHRT 2 P ajpiE 4 o £ 0 Cooter & Ulen ¥
B au%%FL46’ T 174-175 -
imE iﬂ" John F. Coverdale ¥ % <~ i 5k > Anti-monopoly — %7 » 2 pa i L (740 %%
LF &2 SR 5 Monopoly Game » i r2 i f  fLes 22540 L A2 Bt i % 1
ARG B AE R A2 B 0 3R 5 %IE A i—%ﬁ%“lﬁr = General Mills Fun
Group %, = & 2 = - See Coverdale, supra note 11, at 879-84.
Plde o AP FRZA BRSSP F PRSI ED LR &r@ffj&ﬁ PR
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SRIPL £ 5 A Tl A Monopoly SRV st o 1 H PR

0 g b m A P (1F FRE ) B R

g E &

T PR FPHEHNEBS L TR ECARIIEL LY RLARE AR 2P 5

BA G R FR RS A B FRUERL L RPF LT Tk
2 AR BRPEY 2GRIAHNFE X (- BEEPFF) L £ 824
o2 D
WAL LRES g xy=AQX/Qx= APY/PY
APy B4 5 Y 2 2 18 Py R4S Y PR EH#  AQX A4 & X2
FREFSFSY L RZFEAFLZRE QX FEAFE X ZRKFEE o A5
FERAOLREPE 2R Y 2 GRET 1% EbE X 2FREldc pi e
e EXEPRY BRAFEAIRHE FRFRLIIEMI LA A Lo b
dro FAREERFE S BE BREEIR B ZF LR ELRAM A N pxy
o AP EgE EREAR Rt R - P EER e E Xy S E O RETASEL
IHRHFERFENXY 2 0 AP ELBEE BRI R -SSR SRR B
R Asdr 0 F 140-141 (1990) ;s =R E AR B o EARLHEL 0 F 43
(2000) -
“...court can employ cross-elasticity of demand to decide whether two products fall into the
same genus. For example, a producer would not be permitted to claim trademark rights in
the word SAFARI for its species of khaki-colored bush jackets with belts, buttoned shoul-
der loops, and patch pockets if the public understands that all such jackets are safari jackets.
The word SAFARI refers not a species, but to a genus. However, if jackets and boots are
not reasonably interchangeable, then SAFARI is generic for jackets, but not for boots.” See
Harold R. Weinberg, Is the Monopoly Theory of Trademarks Robust or A Bust?, 13 J. IN-
TELL. PROP. L. 137, 174 (2005). See also 2 MCCARTHY, supra note 15, at 12-72.3 to .4.
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%2 Coverdale, supra note 11, at 884-85.

% Bl4e 0 % P % 3L The Thermos Case - % » #7337 —*ﬁa? BHARAL T LR
& indefe fiet 2 (What do you call this product?) - See American Thermos Prods.
Co. v. Aladdin Indus., Inc., 207 F. Supp. 9, 22-23 (D. Conn. 1962). * & % 3‘1%’%%“ 7]
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Coverdale, supra note 11, at 885-87.
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Folsom & Teply, supra note 39, at 1330-31.

Id. at 1331.

FTC v. Formica Corp., 200 U.S.P.Q. (BNA) 182, 191 (T.T.A.B. 1978), mandamus and pro-
hibition denied sub nom. Formica Corp. v. Lefkowitz, 590 F.2d 915 (C.C.P.A. 1979), cert.
denied, 442 U.S. 917 (1979).
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