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A Study of Border Measures Provisions against
IPR Infringement among Japan, China and
Tailwan: An Application of a Right Holder

Jiann-Ming Yih
Abstract

Under the World Trade Organization (WTO) system, the Agreement on Trade-
Related Aspects of Intellectual Property Rights (TRIPs Agreement) provides for
border measures under Article 51 and thereafter, which mandates the introduction
of such measures specifically for the protection of trademarks and copyrights. In
the case of counterfeiting, additional procedures and remedies, including border
measure, must be made available. Special requirements related to border measures
are contained in Section 4 (Article 51-Article 60) of the enforcement part of the
TRIPs Agreement. According to Article 51, Parties must provide border enforce-
ment procedures for goods bearing a counterfeit. This paper tries to compare the
regulations of border measures among Japan, China and Taiwan. This article ex-
plains the history of the Customs Tariff Law in Japan, Customs Law of the People’s
Republic of China, and attempts to examine how the border measures provisions of
IPR might be incorporated into the existing custom regulations of the three coun-
tries. This article also explains the relationship between border measures provisions
and Trade Policy.

Keywords: border measures, IPR, TRIPs, FTA, trademark law
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RIGHTS (2d ed. 2003). ¥ “border protection” i “border enforcement” -~ “border
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2 TRIPs Article 54: The importer and the applicant shall be promptly notified of the suspen-

sion of the release of goods according to Article 51.
AR T S b Wihir 185 F 16-28 -
TRIPs Article 41(1): Members shall ensure that enforcement procedures as specified in this

53
54

Part are available under their law so as to permit effective action against any act of in-
fringement of intellectual property rights covered by this Agreement, including expeditious
remedies to prevent infringements and remedies which constitute a deterrent to further in-
fringements. These procedures shall be applied in such a manner as to avoid the creation of
barriers to legitimate trade and to provide for safeguards against their abuse. ( ¢ £ sz
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TRIPs Article 41(2): Procedures concerning the enforcement of intellectual property rights
shall be fair and equitable. They shall not be unnecessarily complicated or costly, or entail
unreasonable time-limits or unwarranted delays. (7 BAEM A2 {75 BT T
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TRIPs Article 41(5): It is understood that this Part does not create any obligation to put in
place a judicial system for the enforcement of intellectual property rights distinct from that
for the enforcement of law in general, nor does it affect the capacity of Members to enforce
their law in general. Nothing in this Part creates any obligation with respect to the distribu-
tion of resources as between enforcement of intellectual property rights and the enforce-
ment of law ingeneral. (¢ AR f& > &5 TR T2 ¥ 72 %H|& ﬁ;g Bacdmg
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58 TRIPs Article 50(6): Without prejudice to paragraph 4, provisional measures taken on the

basis of paragraphsl and 2 shall, upon request by the defendant, be revoked or otherwise
cease to have effect, if proceedings leading to a decision on the merits of the case are not
initiated within a reasonable period, to be determined by the judicial authority ordering the
measures where a Member’s law so permits or, in the absence of such a determination, not
to exceed 20 working days or 31 calendar days, whichever is the longer. (3t7 g2 58
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TRIPs Article 56: Relevant authorities shall have the authority to order the applicant to pay
the importer, the consignee and the owner of the goods appropriate compensation for any
injury caused to them through the wrongful detention of goods or through the detention of
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% TRIPs Article 57: Without prejudice to the protection of confidential information, Members

shall provide the competent authorities the authority to give the right holder sufficient op-
portunity to have any goods detained by the customs authorities inspected in order to sub-
stantiate the right holder’s claims. The competent authorities shall also have authority to
give the importer an equivalent opportunity to have any such goods inspected. Where a
positive determination has been made on the merits of a case, Members may provide the
competent authorities the authority to inform the right holder of the names and addresses of
the consignor, the importer and the consignee and of the quantity of the goods in question.
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TRIPs Article 59: Without prejudice to other rights of action open to the right holder and
subject to the right of the defendant to seek review by a judicial authority, competent au-
thorities shall have the authority to order the destruction or disposal of infringing goods in
accordance with the principles set out in Article 46. In regard to counterfeit trademark
goods, the authorities shall not allow the re-exportation of the infringing goods in an unal-
tered state or subject them to a different customs procedure, other than in exceptional cir-
cumstances.

TRIPs Article 46: In order to create an effective deterrent to infringement, the judicial au-
thorities shall have the authority to order that goods that they have found to be infringing be,
without compensation of any sort, disposed of outside the channels of commerce in such a
manner as to avoid any harm caused to the right holder, or, unless this would be contrary to
existing constitutional requirements, destroyed. The judicial authorities shall also have the
authority to order that materials and implements the predominant use of which has been in
the creation of the infringing goods be, without compensation of any sort, disposed of out-
side the channels of commerce in such a manner as to minimize the risks of further in-
fringements. In considering such requests, the need for proportionality between the serious-
ness of the infringement and the remedies ordered as well as the interests of third parties
shall be taken into account. In regard to counterfeit trademark goods, the simple removal of
the trademark unlawfully affixed shall not be sufficient, other than in exceptional cases, to
permit release of the goods into the channels of commerce.
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