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Suppression of Parallel Importation in
the Guise of Copyright Protection
—Euro-Excellence Inc. v.

Kraft Canada Inc.

Li-Chih Lin"
Abstract

With stiff business competition, companies often try to suppress competition
in the name of the law. To prevent parallel importation, companies increasingly sue
their competitors for copyright infringement for the purpose of suppressing the
competition. For an issue of whether an exclusive licensee can enjoin an unauthor-
ized importation of genuine goods to Canada for sale, the Supreme Court of Can-
ada in Euro-Excellence Inc. v. Kraft Canada Inc. ruled in favor of the importer.
This paper discusses the outcome of Euro-Excellence Inc. v. Kraft Canada Inc. and
addresses key issues of “copyright holders’ legitimate economic interests” and “in-
cidental copyrighted works to the consumer goods”. This paper further explores
similar issues and cases of parallel importation in Taiwan and provides the author’s
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recommendations for future legislative reference in regulating grey market goods

in Taiwan.

Keywords: Parallel Importation of Genuine Goods, Copyright Holder’s
Legitimate Economic Interests, Copyrighted Goods, Inci-
dental Copyrighted Work to the Consumer Goods, Sup-
press Competition
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2 Agreement on Trade-Related Aspects of Intellectual Property Right, http://www.wto.org/

s english/tratop_e/trips_e/t_agm1_e.htm (last visited Aug. 31, 2011).

Article 3 “1. Each Member shall accord to the nationals of other Members treatment no less
favourable than that it accords to its own nationals with regard to the protection of intellec-
tual property, subject to the exceptions already provided in, respectively, the Paris Conven-
tion (1967), the Berne Convention (1971), the Rome Convention or the Treaty on Intellec-
tual Property in Respect of Integrated Circuits. In respect of performers, producers of pho-
nograms and broadcasting organizations, this obligation only applies in respect of the rights
provided under this Agreement. Any Member availing itself of the possibilities provided in
Article 6 of the Berne Convention (1971) or paragraph 1(b) of Article 16 of the Rome Con-
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vention shall make a notification as foreseen in those provisions to the Council for TRIPS.
2. Members may avail themselves of the exceptions permitted under paragraph 1 in relation
to judicial and administrative procedures, including the designation of an address for ser-
vice or the appointment of an agent within the jurisdiction of a Member, only where such
exceptions are necessary to secure compliance with laws and regulations which are not in-
consistent with the provisions of this Agreement and where such practices are not applied in
a manner which would constitute a disguised restriction on trade.” Available at http://www.
wto.org/english/tratop_e/trips_e/t_agm2_e.htm (last visited Aug. 31, 2011).

Article 4 “With regard to the protection of intellectual property, any advantage, favour,
privilege or immunity granted by a Member to the nationals of any other country shall be
accorded immediately and unconditionally to the nationals of all other Members. Exempted
from this obligation are any advantage, favour, privilege or immunity accorded by a Mem-
ber: (a) deriving from international agreements on judicial assistance or law enforcement of
a general nature and not particularly confined to the protection of intellectual property; (b)
granted in accordance with the provisions of the Berne Convention (1971) or the Rome
Convention authorizing that the treatment accorded be a function not of national treatment
but of the treatment accorded in another country; (c) in respect of the rights of performers,
producers of phonograms and broadcasting organizations not provided under this Agree-
ment; (d) deriving from international agreements related to the protection of intellectual
property which entered into force prior to the entry into force of the WTO Agreement, pro-
vided that such agreements are notified to the Council for TRIPS and do not constitute an
arbitrary or unjustifiable discrimination against nationals of other Members.” Available at
http://www.wto.org/english/tratop_e/trips_e/t_agm2_e.htm (last visited Aug. 31, 2011).
Article 6 “For the purposes of dispute settlement under this Agreement, subject to the pro-
visions of Articles 3 and 4 nothing in this Agreement shall be used to address the issue of
the exhaustion of intellectual property rights.” Available at http://www.wto.org/english/
tratop_e/trips_e/t_agm2_e.htm (last visited Aug. 31, 2011) - TRIPS % 6 44 & B4 T #EF)
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Article 8(2) “Appropriate measures, provided that they are consistent with the provisions of
this Agreement, may be needed to prevent the abuse of intellectual property rights by right
holders or the resort to practices which unreasonably restrain trade or adversely affect the
international transfer of technology.” Available at http://www.wto.org/english/tratop_e/
trips_e/t_agm2_e.htm (last visited Aug. 31, 2011).
Article 40(2) “Nothing in this Agreement shall prevent Members from specifying in their
legislation licensing practices or conditions that may in particular cases constitute an abuse
of intellectual property rights having an adverse effect on competition in the relevant mar-
ket. As provided above, a Member may adopt, consistently with the other provisions of this
Agreement, appropriate measures to prevent or control such practices, which may include
for example exclusive grantback conditions, conditions preventing challenges to validity
and coercive package licensing, in the light of the relevant laws and regulations of that
Member.” Available at http://www.wto.org/english/tratop_e/trips_e/t_agm2_e.htm (last vis-
ited Aug. 31, 2011).
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Property Monopoly, 6 J. INTELL. PROP. L. 1, 24 (1998).
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38 See Euro-Excellence Inc. v. Kraft Canada Inc., at paras. 75-76.
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Kraft Canada Inc. v. Euro Excellence, Inc., 85 CAN. BAR REv. 409, 420 (2006).
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