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The Research on the Scope of the
Compensatory Damages I ncurred from Patent
| nfringements of the U.S. and Taiwan

Yu-Shu Chang

Abstract

Through the survey of academic issues and judicial practices, this study will
make a research and comparison between the scope of the compensatory damages
incurred from patent infringements of the U.S. and that of Taiwan's. Because the
Paragraph 1 of Article 85 of Taiwan's Patent Law omits some other causes that
may cause injury to the patentee, and hence violates the basic principle of
compensatory damages, this study suggests that this Paragraph should be deleted
and the method of cal culating damages also be revised. Besides, to prevent willful
and reckless infringement of valid patents, and to return the injured party to the
position before injury, the court should be able to award reasonable attorneys
feesto the prevailing party where the infringement is willful.

Keywords: patent infringements, the compensatory damages, the
Paragraph 1 of Article 85 of Taiwan’s Patent Law,
attorneys’ fees
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35 U.S.C. § 284. (“Upon finding for the claimant the court shall award the claimant
damages adequate to compensate for the infringement, but in no event less than a
reasonable royalty for the use made of the invention by the infringer, together with interest
and costs as fixed by the court. When the damages are not found by a jury, the court shall
assess them. In either event the court may increase the damages up to three times the
amount found or assessed. The court may receive expert testimony as an aid to the
determination of damages or of what royalty would be reasonable under the
circumstances.”)
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2 35U.SC. §285.
Hebert v. Lisle Corp., 99 F.3d 1109, 40 U.S.P.Q.2d (BNA)1611 (Fed. Cir. 1996).
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Christopher S. Marchese, Patent Infringement and Future Lost Profits Damages, 26 ARIZ.
ST. L.J. 747, 747-48 (1994).

5 TERENCE P. ROSS, INTELLECTUAL PROPERTY LAW: DAMAGES AND REMEDY § 3.02
(2000).

®  Rite-Hite Corp. v. Kelley Co., Inc., 56 F.3d 1538, 1547, 35 U.S.P.Q.2d 1065, 1071 (Fed.

, Cir. 1995).

Ajinomoto Co. Inc. v. Archer-Daniels-Midland Co., 1996 WL 621835 (D. Del. 1996).
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Fibre Works, Inc.”—Zrh I35 2 PUSEREHE » DURIIEL A BURIME 2 17
B GRS S RIRE AR5 2 MRS R DL R A T 15 2 2 IR ARk Y
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A AR SRR A i TRk ™0

BEAR LB EF SR T > o] DARE B R S 2 L b Ko TG
TRRZEFIRERE & > BDARZ SR SR s A L R SR IR RE IR ik > udE
BRI AL S AR L B0 S AR LL RS - EHAE R ATEIT TSR

8 Del Mar Avionics, Inc. v. Quinton Instrument Co, 836 F.2d 1320, 1327, 5 U.S.P.Q.2d 1255,

1261 (Fed. Cir. 1987).
Panduit Corp. v. Stahlin Brothers Fibre Works, Inc., 575 F.2d 1152, 1156 (6th Cir. 1978).

10 Demand for the patented product.
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11
12

ROSS, supra note 5, at § 3.02.

JOHN SKENYON, CHRISTOPHER MARCHESE & JOHN LAND, PATENT DAMAGES LAW &
PRACTICE § 2:29, at 2-47 (1999).

BIC Leisure Products, Inc. v. Windsurfing Intern., Inc., 1. F.3d 1214, 1218 (Fed. Cir.
1993).

Bio-Rad Laboratories v. Nicolet Instrument Corp., 739 F.2d 604 (Fed. Cir. 1984).
Absence of acceptable noninfringing substitutes.

13

14
15
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16 A AF The Panduit Test 4 37,2 77 » & A% United States Frumentum Co. v. Lauhoff

— % ¢ » % United States Frumentum Co. v. Lauhoff, 216 F. 610 (6th Cir. 1914) -
TMN Manufacturing Co., Inc. v. Dura Corp., 789 F.2d 895, 901 (Fed. Cir. 1986).
8 .
19 RuUssELL L. PARR, INTELLECTUAL PROPERTY INFRINGEMENT DAMAGES - A LITIGATION
SUPPORT HANDBOOK 62 (1999).
Ross, supra note 5, at § 3.02.
The patent owner has the manufacturing and marketing capacity to satisfy the demand.

17

20
21
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22 Ristvedt-Johnson, Inc. v. Brandt, Inc., 805 F. Supp 557, 562 (N.D. I1I. 1992).
23

Ross, supra note 5, at § 3.02.
24 PARR, supra note 19, at 64.
2 Yarway Corp. v. Eur-Control USA, Inc., 775 F.2d 268, 276-77 (Fed. Cir. 1985).
% Gyromat Corp. v. Champion Spark Plug Co., 735 F.2d 549, 554 (Fed. Cir. 1984).
21 The amount of profit that the patent owner would have made.
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28 Lam, Inc. v. Johns-Manville Corp., 718 F.2d 1056, 1062 (Fed. Cir. 1983).

29 Paper Converting Machine Co. v. Magna-Graphics Corp., 745 F.2d 11, 22 (Fed. Cir. 1984).
04,

31 Rite-Hite Corp. v. Kelley Co., Inc., 56 F.3d 1538, 1549 35 U.S.PQ.2d 1065, 1071 (Fed.
Cir. 1995).

Lam, Inc. v. Johns-Manville Corp., 718 F.2d 1056, 1060-62 (Fed. Cir. 1983).

Minnesota Mining and Manufacturing Co. v. Johnson & Johnson Orthopaedics, Inc., 976
F.2d 1559, 1578-79 (Fed. Cir. 1992).

32
33
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34 Reebok International Ltd. v. J. Baker, Inc., 32 F.3d 1552, 1558 (Fed. Cir. 1994).
35

ARTHUR R. MILLER & MICHAEL H. DAVIS, INTELLECTUAL PROPERTY: PATENTS,
TRADEMARKS, AND COPYRIGHT 148 (2000).

%6 ROSS, supra note 5, at 308.
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87 Story Parchment Co. v. Paterson Parchment Paper Co., 282 U.S. 555, 563, 51 S. Ct. 248,

75L. Ed. 544 (1931).
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%9 Maxwell v. J. Baker, Inc., 86 F.3d 1098, 1109 (Fed. Cir. 1996); Rite-Hite Corp. v. Kelley

Co., 56 F.3d 1538, 1555 (Fed. Cir. 1995); Georgia-Pacific Corp. v. United States Plywood
Corp., 318 F. Supp. 1116, 1120, 166 U.S.PQ. 235, 238 (S.D.N.Y. 1970).

35 U.S.C.A. 8§ 284 (“[T]he court may increase the damages up to three times the amount
found or assessed.”).

Beatrice Foods Co. v. New England Printing, 923 F.2d 1576, 1578, 17 U.S.PQ.2d 1553,
1555 (Fed. Cir. 1991); Johnson & Son, Inc. v. Carter-Wallace, Inc., 781 F.2d 198, 200, 228
U.S.PQ. 367, 368 (Fed. Cir. 1986).

AviaGroup Int’l Inc. v. L.A. Gear Cal., Inc., 853 F.2d 1557, 1566 (Fed. Cir. 1988).

Great N. Group. v. Davis Core & Pad Co., Inc., 782 F.2d 159, 166-67 (Fed. Cir. 1986).
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35 U.S.C.A. 8§ 285 (“the court in exceptional cases may award reasonable attorneys’ fees
to the prevailing party.”).

45 MILLER & DAvIS, supra note 35, at 148.

46 Beatrice Foods Co. v. New England Printing, 923 F.2d 1576, 1577, 17 U.S.PQ.2d 1553,
1554 (Fed. Cir. 1991).

j; Mathis v. Spears, 857 F.2d 749, 754, 8 U.S.PQ.2d 1029, 1033 (Fed. Cir. 1988).

Id. at 754, 760, 8 U.S.P.Q.2d at 1033, 1037.
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